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Defendants, I-IYNIX SEMICONDUCTOR WC. ("IiSI") and HYNIX SEMICONDUCTOR 

\MERICA INC. ("HSA") (collectively "Hynix"), by and through their counsel, hereby answer 

roshiba Corporation's ("Toshiba") Complaint For Declaratory .Judgment Of Non-Infringement And 

nvalidity, filed November 8, 2004 ("the Complaint"), and HSI asserts its counterclai~ns as follows: 

PARTIES 

1. Hynix laclts knowledge or information sufficient to respond to the allegations in 

~aragraph 1 of the Complaint and, on that basis, denies those allegations. 

2. I-lynix admits that HSI is a corporation organized under the laws of Korea and that it has a 

,lace of business at San 1.36-1, Ami-Ri Bubal-eub Ichon-si Kyoungki-do, Korea 467-860. Except as 

;o admitted, Hynix denies the allegations contained in paragraph 2 of the Complaint. 

3. Hynix admits that NSA is a corporation organized under the laws of the State of California 

~ i t h  a place of business at 3101 North Fir'st Street, San Jose, California 95114. Hynix admits HSA 

naintains an office in this state. Except as so admitted, Hynix denies the allegations contained in 

3aragraph 3 of the Complaint. 

4. Hynix avers that the definitional statement set forth in paragraph 4 of the Complaint does 

not necessitate a response. 

JURISDICTION AND VENUE 

5 .  Iiynix admits that Toshiba purports to bring this action pursuant to 35 U.S.C. 5 1 el. seq, 

Hynix fi~rther admits that jurisdiction is proper in this Court pursuant to 28 U.S.C. $5 13.31 and 1338. 

Except as so admitted, liynix denies the allegations contained in paragraph 5 of the Complaint. 

6. Hynix admits that this Court has personal jurisdiction over IiSI and NSA. Except as so 

admitted, Hynix denies the allegations contained in paragraph 6 of the Complaint. 

7. Hynix admits that venue is proper in this Court. 

THE PATENTS 

8. Hynix admits that United States Patent No. 4,718,019 ("the '019 patent") is entitled 

"Electron Beam Exposure System and an Apparatus for Carrying out a Pattern Unwinder," and issued 

on .January 5, 1988. 

9. I-lynix admits that HSI is owner by assignment of all right, title and interest in and to the 

DEFENDANTS HYNlX SEMICONDUCTOR INC. AND 
HYNlX SEMICONDUCTOR AMERICA INC.'S ANSWER TO COMPLAINT; COUNTERCLAIMS 
CASE NO C04-04708 VRW -2- 
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01 9 patent. 

10. Hynix admits that United States Patent No. 5,031,111 ("the '1 11 patent") is entitled 

'Automated Circuit Design Method," and issued on .July 9, 1991. 

1 I .  Hynix admits that HSl is owner by assignment of all right, title and interest in and to the 

1 l l patent. 

12. Iiynix admits that Reexamination Certificate 4297 issued for the ' I  1 1  patent on March 27, 

tool. 

13. Hynix adniits that United States Patent No. 5,422,311 ("the '31 1 patent") is entitled 

'Method for Manufacturing a Conductor Layer in a Senliconductor Device," and issued on June 6, 

1995. 

14. Iiynix admits that IiS1 is owner by assignment of all right, title and interest in and to the 

,3 1 1 patent. 

15. Hynix admits that United States Patent No. 5,509,995 ("the '995 patent") is entitled 

'Process for Anisotropically Etching Senliconductor Material," and issued on April 23, 1996. 

16. Hynix admits that HS1 is owner by assignment ofall right, title and interest in and to the 

'995 patent. 

17. Hynix admits that United States Patent No. 5,512,519 ("the '519 patent") is entitled 

,'Method of Forming a Silicon Insulating Layer in a Se~niconductor Device," and issued on April 30, 

1996. 

18. tlynix admits that NSI is owner by assignment of all right, title and interest in and to the 

'519 patent. 

19. Iiynix adnlits that United States Patent No. 5,663,102 ("the '102 patent") is entitled 

'Method for Forining Multi-Layered Metal Wiring Semiconductor Element Using CMP or Etch 

3ack," and issued September 2, 1997. 

20. Hynix admits that IHSI is owner by assignment of all right, title and interest in and to the 

102 patent. 

21. I-lynix admits that United States Patent No. 5,807,728 ("the '728 Patent") is entitled "Thin 

;ilm Transistor for Antistatic Circuit and Method for Fabricating the Same," and issued September 15, 

DEFENDANTS HYNIX SEMICONDUCTOR INC. AND 
HYNIX SEMICONDUCTOR AMERICA INC'S ANSWER. TO COMPLAINT; COUNTERCLAIMS 
CASE NO C04-04708 VllW 
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1998. 

22. Hynix adinits that MSI is owner by assignment of all right, title and interest in and to the 

'728 patent. 

23. Hynix admits that United States Patent No. 5,861,334 ("the '334 patent") is entitled 

"Method for Fabricating Semiconductor Device Having A Buried Channel," and issued .January 19, 

1999. 

24. Hynix admits tliat HSI is owner by assignment ofall right, title and interest in and to the 

'134 patent. 

25. Hynix admits that United States Patent No. 5,869,404 ("the '404 patent") is entitled 

"Method for Forming Contact Hole of Semiconductor Device," and issued February 9, 1999. 

26. Ilynix admits that I-IS1 is owner by assignment of all right, title and interest in and to the 

'404 patent, 

27, Hynix admits that United States Patent No. 6,207,997 ("the '997 patent") is entitled "Thin 

Film Transistor for Antistatic Circuit and Method for Fabricating the Same," and issued on March 27, 

200 1. 

28. tlynix admits that HSI is owner by assignment of all right, title and interest in and to the 

'997 patent. 

29. Hynix admits that United States Patent No. 6,310,190 ("the '190 patent") is entitled 

"Semiconductor Structure for Flash Memory Enabling Low Operating Potentials," and issued on 

December 1 1,2001. 

30. tlynix denies the allegations stated in paragraph 30 of the Complaint. 

i l .  Hynix avers that the definitional statement set forth paragraph 31 of the Complaint does 

not necessitate a response. 

ASSERTION BY DEFENDANTS 

32. Mynix admits tliat HSI has alleged, alleges and will continue to allege that Toshiba has 

been and is making, using, offering for sale, selling, andlor importing into the United States devices 

that were manufactured using methods or that embody the inventions disclosed and claimed in the 

patents-at-issue. Except as so admitted, Hynix denies the allegations contained in paragraph 32 of the 

DEFENDANTS HYNIX SEMICONDUCTOR INC. AND 
HYNIX SEMICONDUCTOR AMERICA lNC.'S ANSWER TO COMPLAINT; COUNTERCLAIMS 
CASE NO C04-04708 VRW -4- 
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Complaint. 

COUNT I -- 
(Declaratory Judgment - Non-Infringement of the '019 Patent) 

3.3. Hynix incorporates by reference the responses to paragraphs 1 through 32 as if fully set 

forth herein. 

34. I-Iynix adinits that Toshiba asserts this is an action for declaratory judgment of non- 

infringement of any valid claim ofthe '019 patent. Except as so admitted, Hynix denies the 

allegations contained in paragraph .34 ofthe Complaint. 

35. I-lynix admits the allegations contained in paragraph 35 of the Complaint. 

16. Hynix admits that HSI has alleged, is alleging and will continue to allege that Toshiba has 

been and is malting, using, offering for sale, selling and/or importing into the United States devices 

that were manufactured using methods disclosed and claimed in the '019 patent. Except as so 

admitted, Hynix denies the allegations contained in paragraph 36 ofthe Complaint. 

37. Hynix admits that IHS1 has alleged, is alleging and will continue to allege that Toshiba has 

induced and contributed to infringement ofthe '019 patent by others. Except as so admitted, Hynix 

denies the allegations contained in paragraph 37 of the Complaint. 

38. IHynix admits that IHSI has alleged, is alleging and will continue to allege that Toshiba's 

infringement of the '019 patent was willful and deliberate. Except as so admitted, IHynix denies the 

allegations contained in paragrap11 38 of the Coinplaint. 

39. I-lynix admits that IHSI has alleged, is alleging and will continue to allege that HSI has been 

and will continue to be irreparably harmed by Toshiba's infringement of the '019 patent. Except as so 

admitted, Hynix denies the allegations contained in paragraph .39 of the Complaint. 

40. Hynix admits that HSI has alleged, is alleging, and will continue to allege that HSI has no 

adequate remedy at law for Toshiba's infringement of the '019 patent. Except as so admitted, Hynix 

denies the allegations contained in paragraph 40 of the Complaint. 

41. Hynix admits that Toshiba purports to deny HSl's allegations. Except as so admitted, 

IHynix denies the allegations contained in paragraph 41 of the Complaint. 

42. Hynix denies the allegations stated in paragraph 42 of the Complaint. 

L)EFI!ND,lN I S I IYNIX S l l h l l ( 3 0 N D U C T O R  I N C  ANL) 
I IYNIY S E h l l C O N D U C r O R  -\hlERIC:,l I N C  ' S  A S S W E R  I0 CO\IPI.AINI;  (:OUNrERCI.:\lhlS 
CASE NO C04-04708 VRW -5- 
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43. Hynix denies the allegations stated in paragraph 4.3 of the Complaint. 

44. Hynix denies the allegations stated in paragraph 44 of the Complaint. 

45. Hynix admits that Toshiba purports to desire and request ajudicial determination and 

leclaration ofthe respective rights and duties of the parties based on the purported disputes regarding 

he infringement or non-infringement of the '019 patent. Except as so admitted, Hynix denies the 

illegations contained in paragrapll 45 of the Complaint. 

COUNT I1 

(Declaratory Judgment - Invalidity of tlie '019 Patent) 

46. I-lynix incorporates by reference the responses to paragraphs 1 through 32 as if fully set 

brth herein. 

47. Hynix admits that Toshiba asserts this is an action for declaratory judgment of the 

nvalidity of any and all claims of the '019 patent. Except as so admitted, Ilynix denies the allegations 

:ontained in paragraph 47 ofthe Complaint. 

48. Hynix admits the allegations contained in paragraph 48 of the Complaint. 

49. I-tynix denies the allegations stated in paragraph 49 of the Complaint. 

50. Hynix adinits that Toshiba ptlrports to desire and request a,judicial determination and 

declaration of the respective rights and duties of the parties based on the purported disputes regarding 

Lhe validity of the '019 patent. Except as so admitted, I-lynix denies the allegations contained in 

paragraph 50 of the Complaint. 

COUNT 111 

(Declaratory Judgment - Non-Infringement of the '111 Patent) 

51. Hynix incorporates by reference the responses to paragraphs 1 through 32 as iffiilly set 

forth herein. 

52. Hynix adniits that Toshiba asserts this is an action for declaratoryjudginent of non- 

infringement of any valid claim of the ' 1  1 I patent. Except as so admitted, Hynix denies the 

allegations contained in paragraph 52 of tile Complaint. 

53. Hynix admits the allegations contained in paragraph 5.3 of the Complaint. 

54. I-tynix admits that IHSI has alleged, is alleging and will continue to allege that Toshiba has 

DEFENDANTS HYNlX SEMICONDUCTOR INC. AND 
HYNlX SEMICONDUCTOR AMERICA INC 'S ANSWER TO COMPLAINT; COUNTERCLAIMS 
CASENO CO4-04708 VRW -6- 
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been and is making, using, offering for sale, selling and/or importing into the United States devices 

that were manufactured using methods disclosed and claimed in the ' I  11 patent. Except as so 

admitted, IHynix denies the allegations contained in paragraph 54 of the Complaint. 

55. Hynix admits that I-IS1 has alleged, is alleging and will continue to allege that Toshiba has 

induced and contributed to infringement of the '1 1 1  patent by others. Except as so admitted, Hynix 

denies the allegations contained in paragraph 55 of the Complaint. 

56. Hynix admits that NSI has alleged, is alleging and will continue to allege that Toshiba's 

infringement ofthe ' I  11 patent was willf~11 and deliberate. Except as so admitted, Hynix denies the 

allegations contained in paragraph 56 of the Complaint. 

57. Hynix admits that I-IS1 has alleged, is alleging and will continue to allege that HSI has been 

and will continue to be irreparably har~ned by Toshiba's infringement of the '1  I1 patent. Except as so 

admitted, Mynix denies the allegations contained in paragraph 57 oftlie Complaint. 

58. Hynix admits that HSI has alleged, is alleging, and will continue to allege that FISI has no 

adequate reniedy at law for Toshiba's infringement of the '1 11 patent. Except as so admitted, Hynix 

denies the allegations contained in paragl-aph 58 ofthe Complaint. 

59. IHynix admits that Tosliiba purports lo deny MSl's allegations. Except as so admitted, 

Hynix denies the allegations contained in paragraph 59 of tlie Complaint. 

60. Hynix denies tlie allegations stated in paragraph 60 of the Complaint. 

61. I-lynix denies tlle allegations stated in paragraph 61 of the Complaint. 

62. Hynis denies the allegations stated in paragraph 62 of the Complaint. 

63. Hynix admits that Toslliba purports to desire and request a judicial determination and 

declaration of the respective rights and duties of the parties based on the purported disputes regarding 

the infringement or non-infringement of the ' I 1  1 patent. Except as so admitted, Hynix denies the 

allegations contained in palagraph 63 ofthe Complaint. 

COUNT IV 

(Declaratory Judgment - Invalidity of tile '111 Patent) 

64. Hynix incorporates by reference the responses to paragraphs 1 through 32 as if fully set 

forth herein. 

DEFENDANTS tlYNlX SEMICONDUCTOR INC. AND 
HYNIX SEMICONDUCTOR AMERICA INC.'S ANSWER TO COMPLAINT; COUNTERCLAIMS 
CASE NO CO4-04708 VRW 
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65. Hynix admits that Toshiba asserts t l~is is an action for declaratory judgment of the 

invalidity of any and all claims of the '1 11 patent. Except as so admitted, Hynix denies the allegations 

contained in paragraph 65 of the Complaint. 

66. Hynix admits the allegations contained in paragraph 66 ofthe Coinplaint. 

67. Hynix denies lhe allegalions stated in paragraph 67 of the Complaint. 

68. Hynix admits that Toshiba purports to desire and request a judicial deterinination and 

declaration of the respective rights and duties of the parties based on the purported disputes regarding 

the validity of the '1 11 patent. Except as so admitted, Hynix denies the allegations contained in 

paragraph 68 of the Complaint. 

COUNT V 

(Declaratory Judgment - Non-Infringement of the '311 Patent) 

69. Hynix incorporates by reference the responses to paragraphs I through 32 as if fitlly set 

forth herein. 

70. Hynix admits that Toshiba asserts this is an action for declaratory judgment ofnon- 

infringement of any valid claim ofthe '31 1 patent. Except as so admitted, Hynix denies the 

allegations contained in paragraph 70 ofthe Complaint. 

71. Hynix adinits the allegations contained in paragraph 71 of the Complaint. 

72. Hynix admits that HSI has alleged, is alleging and will continue to allege that Toshiba has 

bee11 and is making, using, offering for sale, selling and/or importing into the United States devices 

that were manufactured using methods disclosed and claiined in the '3 11 patent. Except as so 

admitted, I-lynix denies the allegations contained in paragraph 72 of the Complaint. 

73. l-lynix ad~nits that HSI has alleged, is alleging and will continue to allege that Toshiba has 

induced and contributed to infringement ofthe '31 1 patent by others. Except as so admitted, Hynix 
i 
denies the allegations contained in paragraph 7.3 of the Complaint. 

I 74. Hynix adinits that HSI lias alleged, is alleging and will continue to allege that Toshiba's 

infringement of the '31 1 patent was willful and deliberate. Except as so admitted, l-lynix denies the ' allegations contained in palagraph 74 of the Complaint. 

75. I-lynix admits that HSI has alleged, is alleging and will continue to allege that HSI has been 

CASE NO C04-04708 VRW -8- 
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and will continue to be irreparably harmed by Toshiba's infringement of tlie '31 1 patent. Except as so 

admitted, Hynix denies the allegations contained in paragraph 75 of  the Complaint. 

76. Hynix admits that HS1 has alleged, is alleging, and will continue to allege that llS1 has no 

adequate remedy at law for Toshiba's infringement of the '31 1 patent. Except as so admitted, Hynix 

denies the allegations contained in paragraph 76 of the  Complaint. 

77. Hynix admits that Toshiba purports to deny HSI's allegations. Except as so admitted, 

Hynix denies tlie allegations contained in paragraph 77 of the Complaint. 

78. Hynix denies the allegatio~is stated in paragraph 78 of the Complaint. 

79. Hynix denies the allegations stated in paragraph 79 of  the Complaint. 

80. Hynix denies the allegations stated in paragraph 80 of the Complaint. 

81. I-ly~iix adinits that Toshiba purports to desire and request a judicial determination and 

declaration of the respective rights and duties of the parties based on the purported disputes regarding 

the infringement or non-infringement of the '31 1 patent. Except as so admitted, I-lynix denies the 

allegations contained in paragraph 81 of the Complaint. 

COUNT Vl 

(Declaratory Judgment - Invalidity of the '311 Patent) 

82. I-lynix incorporates by reference the responses to paragraphs 1 through 32 as if fully set 

forth herein. 

83. Hynix admits that Toshiba asserts this is an action for declaratoryjudgment of the 

invalidity of any and all clai~ns of the '1 1 1  patent. Except as so admitted, I-lynix denies the allegations 

contained in paragraph 8.3 of the Complaint. 

84. Hynix admits the allegations contained in paragraph 84 of the Complaint. 

85. Iiynix denies the allegations stated in paragraph 85 of the Complaint. 

86. Iiynix admits that Toshiba purports to desire and request a judicial determination and 

declaration of the respective rights and duties ofthe parties based on the purported disputes regarding 

the validity of the '31 1 patent. Except as so admitted, I-lynix denies the allegations contained in 

paragraph 86 of the Complaint. 

DEFENDANTS HYNlX SEMICONDUCTOR INC. AND 
HYNlX SEMICONDUCTOR AMERICA INC 'S ANSWER TO COMPLAINT; COUNTERCLAIMS 
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COUNT VII 

(Declaratory Judgment - Nan-Infringement of the '995 Patent) 

87. Mynix incorporates by reference the responses to paragraphs I through 32 as if &lly set 

tbrth herein. 

88. Hynix admits that Toshiba asserts this is an action for declaratory judgment of non- 

infringement of any valid claim of tlie '995 patent. Except as so admitted, liynix denies the 

allegations contained in paragraph 88 of the Complaint. 

89. Hynix adlitits the allegations contained in paragraph 89 of the Complaint. 

90. Hynix ad~ilits that HSI has alleged, is alleging and will continue to allege that Toshiba has 

been and is making, using, offering for sale, selling and/or importing into the United States devices 

that were ~nanttfactured using methods disclosed and claimed in the '995 patent. Except as so 

admitted, Hynix denies tlie allegations contained in paragraph 90 of tlie Complaint. 

91. 1-Iynix admits that HSI has alleged, is alleging and will continue to allege that Toshiba has 

induced and contribt~ted to infringement of the '995 patent by others. Except as so admitted, Hynix 

denies the allegations contained in paragraph 91 oftlie Complaint. 

92. I-lynix admits that HSI has alleged, is alleging and will continue to allege that Toshiba's 

infringement oftlie '995 patent was willftil and deliberate. Except as so admitted, liynix denies the 

allegations contained in paragraph 92 of tlie Complaint. 

93. Iiynix admits that HSI has alleged, is alleging and will continue to allege that HSI has been 

and will continue to be irreparably harmed by Toshiba's infringement of tlie '995 patent. Except as so 

admitted, Hynix denies the allegations contained in paragraph 9.3 of the Complaint. 

94. Hynix admits [hat I-IS1 has alleged, is alleging, and will continue to allege that HSI has no 

adequate remedy at law for Toshiba's infringement of the '995 patent. Except as so admitted, Hynix 

denies tlie allegations contained in paragraph 94 of the Complaint. 

95. I-ly~iix admits that Toshiba purports to deny HSl's allegations. Except as so admitted, 

Hynix denies tlie allegations contained in paragraph 95 of the Complaint. 

96. Iiynix denies the allegations stated in paragraph 96 of the Complaint. 

97. Hynix denies the allegations stated in paragraph 97 of tlie Complaint. 

1)EFEhDAS.IS IlYNlX SEhIIC'OSIlIJCTOR INC ,\Nil 
IIYNIX SEh1ICVNDUC:TOR :hlEIIIC,\ INC 'S ANSWER I0  CV5IPLAINT; CO(.'NTI-RCLAlhlS 
CASE NO C04-04708 VRW -10- 
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98. Hynix denies the allegations stated in paragraph 98 of the Complaint. 

99. Hynix admits that Toshiba purports to desire and request ajudicial determination and 

kclaration ofthe respective rights and duties ofthe parties based on the purported disputes regarding 

he  infringement or non-infringement of the '995 patent. Except as so admitted, Hynix denies the 

illegations contained in paragraph 99 ofthe Complaint. 

COUNT VIII 

(Declaratory Judgment - Invalidity of the '995 Patent) 

100. Mynix incorporates by reference tile responses to paragraphs 1 through 32 as if fully set 

rorth herein. 

101. Hynix admits that Toshiba asserts this is an action for declaratory judgment of the 

invalidity of any and all claims of the '995 patent. Except as so admitted, Hynix denies the allegations 

zontained in paragraph 101 ofthe Complaint. 

102. Hynix admits tile allegations contained in paragraph 102 of the Complaint. 

103. Hynix denies the allegations stated in paragraph 103 ofthe Co~iiplaint 

104. I-tynix admits that Toshiba purports to desire and request a,judicial determination and 

declaration of the respective rights and duties of the parties based on the purported disputes regarding 

the validity ofthe '995 patent. Except as so admitted, Hynix denies the allegations contained in 

paragraph 104 ofthe Complaint. 

COUNT IX 

(Declaratory Judgment - Non-Infringement of the '519 Patent) 

105. IHynix incorporates by reference the responses to paragraphs I tllrough 32 as if h l ly  set 

forth herein. 

106. Hynix adinits that Toshiba asserts this is an action for declaratory judgment of non- 

infringement of any valid claim of the '519 patent. Except as so admitted, Hynix denies the 

allegations contained in paragraph 106 of the Complaint. 

107. I-lynix ad~nits the allegations contained in paragraph 107 of the Complaint. 

108. Hynix ad~iiits that NSI has alleged, is alleging and will continue to allege that Toshiba has 

been and is malting, using, offering for sale, selling and/or importing into the United States devices 

DE1:END:INI S t l~ 'NIY SE\IICONDI!Cl OR INC AND 
IIYNIX SEI\lICONDUCIOR ;\hlEI<IC:\ INC 'S ANS\VI-'II 'TO CO\lPL AINT: (JOVZ. I IEI<CL;\I\IS 
CASE NO C04-04708 VRW -1 1- 
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that were manufactured using methods disclosed and clainled in the '519 patent. Except as so 

admitted, Hynix denies the allegations contained in paragraph 108 of the Complaint. 

109. Hynix admits that I-IS1 has alleged, is alleging and will continue to allege that Toshiba has 

induced and contributed to infringement of the '519 patent by others. Except as so admitted, Hynix 

denies the allegations contained in paragraph 109 ofthe Complaint. 

110. Hynix admits that HSI has alleged, is alleging and will continue to allege that Toshiba's 

infringement of the  '519 patent was willful and deliberate. Except as so admitted, Hynix denies the 

allegations contained in paragraph 110 of the Complaint. 

1 1  1.  Hynix admits that HSI has alleged, is alleging and will continue to allege that HSI has been 

and will continue to be irreparably harmed by Toshiba's infringement of the '519 patent. Except as so 

admitted, Hynix denies the allegations contained in paragraph I1 1 of the Complaint. 

112. I-lynis adinits that HSI has alleged, is alleging, and will continue to allege that HSI has no 

adequate remedy at law for Toshiba's infringement of the '519 patent. Except as so admitted, Hynix 

denies the allegations contained in paragraph 112 of the Complaint. 

113. Hynix adinits that Toshiba purports to deny IHSl's allegations. Except as so admitted, 

Hynix denies the allegations contained in paragraph 1 I3 of the Complaint. 

114. Hynix denies the allegations stated in paragraph 114 ofthe Complaint. 

115. Nynix denies the allegations stated in paragraph 115 of the Complaint. 

116. Hynis denies the allegations stated in paragraph 116 of the Complaint. 

117. I-lynix admits that Toshiba purports to desire and request a judicial deterinination and 

declaration of the respective rights and duties of the parties based on the purported disputes regarding 

the infringement or non-infringemei~t of the '519 patent. Except as so adinitted, Hynix denies the 

allegations contained in paragraph 117 of the Complaint. 

COUNT X 

(Declaratory Judgment - Invalidity of the '519 Patent) 

118. I-lynix incorporates by reference the responses to paragraphs 1 through 32 as if fiilly set 

forth herein. 

119. Hynix adinits that Toslliba asserts this is an action for declaratory judgment of the 

DEFENDANTS HYNIX SEMICONDUCTOR INC AND 
HYNIX SEMICONDUCTOR AMERICA INC 'S ANSWER TO COMPLAINT; COUNTERCLAIMS 
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invalidity of any and all claims of the '519 patent. Except as so admitted, Hynix denies the allegations 

contained in paragraph 119 of the Complaint. 

120. Hynix admits the allegations contained in paragraph 120 of the Complaint. 

121. I-iynix denies the allegations stated in paragraph 121 of the Complaint. 

122. Hynix admits that Toshiba purports to desire and request a judicial determination and 

declaration of the respective rights and duties of the parties based on the purported disputes regarding 

the validity of  the '519 patent. Except as so admitted, Hynix denies the allegations contained in 

paragraph 122 of the Complaint. 

COUNT X I  

(Declaratory Judgment - Non-Infringement of the '102 Patent) 

123. I-lynix incorporates by reference the responses to paragraphs 1 through 32 as if fitlly set 

forth herein 

124. I-iynix admits that Tosliiba asserts this is an action for declaratory judgment of non- 

infringement of any valid claim ofthe '102 patent. Except as so admined, Hynix denies the 

allegations contained in paragraph 124 of the Complaint. 

125. Hynix admits tlie allegations contained in paragraph 125 ofthe Complaint. 

126. Nynix admits that HSI has alleged, is alleging and will continue to allege that Toshiba has 

been and is malting, using, offering for sale, selling andlor importing into the United States devices 

that were manufactured using methods disclosed and claimed in the '102 patent. Except as so 

admitted, Hynix denies the allegations contained in paragraph 126 of tlie Complaint. 

127. Hynix admits that I-lSI lias alleged, is alleging and will continue lo allege that Toshiba lias 

induced and contributed to infringement of the '102 patent by others. Except as so admitted, Hynix 

denies the allegations contained in paragraph 127 of the Complaint. 

128. Hynix admits that HSI has alleged, is alleging and will continue to allege that Toshiba's 

infringement of the '102 patent was willful and deliberate. Except as so admitted, I-Iynix denies the 

allegations contained in paragraph 128 of the Complaint. 

129. Hynix admits that HSI has alleged, is alleging and will continue to allege that HSI has been 

and will continue to be irreparably harmed by Toshiba's infringement of the '102 patent. Except as so 
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~dmitted, Hynix denies the allegations contained in paragraph 129 of the Complaint. 

130. Hynix admits that HSI has alleged, is alleging, and will continue to allege that HSI has no 

idequate remedy at law for Toshiba's infringement of the '102 patent. Except as  so admitted, Hynix 

h i e s  the allegations contained in paragraph 110 of the Complaint. 

131. Hynix adinits that Toshiba purports to deny HSl's allegations. Except as so admitted, 

iynix denies the allegations contained in paragrap11 131 of the Complaint. 

132. Hynix denies the allegations stated in paragraph 132 of the Complaint. 

133. Hynix denies the allegations stated in paragraph 133 of the Complaint. 

134. I-lynix denies the allegations stated in paragraph 134 of the Coinplaint, 

1.35. Iiynix adinits that Toshiba pi~rports to desire and request ajudicial determination and 

ieclaration of the respective rights and duties of the parties based on the purported disputes regarding 

h e  infringement or non-infringement of the '102 patent. Except as so admitted, Hynix denies the 

zllegations contained in paragraph 135 of the Complaint. 

COUNT XI1 

(Declaratory Judgment - Invalidity of the '102 Patent) 

136. I-Iynix incorporates by reference the responses to paragraphs 1 through 32 as if fully set 

forth herein. 

137. Hynix adinits that Toshiba asserts this is an action for declaratory judgment ofthe 

invalidity of any and all clainis of the '102 patent. Except as so admitted, Hynix denies the allegations 

:ontained in paragraph 137 of the Complaint. 

1 3 8  Iiynix admits the allegations contained in paragraph 1.38 of the Coinplaint. 

1.39. I-lynix denies the allegations stated in paragraph 1.39 of the Coinplaint. 

140. Iiynix adinits that 'Toshiba purports to desire and request a judicial deterinination and 

declaration of the respective rights and duties of the parties based on the purported disputes regarding 

ihe validity of the '102 patent. Except as so admitted, Hynix denies the allegations contained in 

paragraph 140 of the Complaint. 
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COUNT XILI 

(Declaratory Judgment - Non-Infringement of the '728 Patent) 

141. Nynix incorporates by reference the responses to paragraphs 1 through 32 as if fully set 

forth herein. 

142. Hynix admits that Toshiba asserts this is an action for declaratory judgment of non- 

infringement of any valid claim of the '728 patent. Except as so admitted, liynix denies the 

allegations contained in paragraph 142 of the Complaint. 

14.3. Hynix adinits the allegations contained in paragraph 143 of the Complaint. 

144. Mynix admits that HS1 has alleged, is alleging and will continue to allege that Toshiba has 

been and is making, using, offering for sale, selling andlor importing into the United States devices 

that were inanufactured using methods disclosed and claimed in the '728 patent. Except as so 

admitted, liynix denies the allegations contained in paragraph 144 of the Complaint. 

145. Hynix admits that HSI has alleged, is alleging and will continue to allege that Toshiba has 

induced and contributed to infringement of the '728 patent by others. Except as so admitted, Hynix 

denies the allegations contained in paragraph 145 of the Complaint. 

1 4 6  Hynix admits that HSI has alleged, is alleging and will contin~te to allege that Toshiba's 

infringement of the '728 patent was willfi~l and deliberate. Except as so admitted, Mynix denies the 

allegations contained in paraglaph 146 ofthe Complaint. 

147. Hynix admits that HSI has alleged, is alleging and will continue to allege that IiSI has been 

and will continue to be iireparably harmed by Toshiba's infringement ofthe '728 patent. Except as so 

admitted, liynix denies the allegations contained in paragraph 147 of the Complaint. 

148. Iiynix adinits that IHS1 has alleged, is alleging, and will continue to allege that HSI has no 

adequate remedy at law for Toshiba's infringement of the '728 patent. Except as so admitted, liynix 

denies the allegations contained in paragraph 148 of the Complaint. 

149. Hynix admits that Toshiba purports to deny HSI's allegations. Except as so admitted, 

Iiynix denies the allegations contained in paragraph 149 ofthe Complaint. 

150. I-lynix denies the allegations stated in paragraph 150 of the Complaint. 

15 1. Iiynis denies the allegations stated in paragraph 15 1 of the Complaint. 
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152. Hynix denies the allegations stated in paragraph 152 of the Complaint. 

153. Hynix admits that Toshiba purports to desire and request a judicial deterriii~iation and 

declaration of the respective rights and duties of the  parties based on the purported disputes regarding 

the infringement or non-infringement of the '728 patent. Except as so admitted, Hynix denies the 

allegations contained in paragraph 153 of the Complaint. 

COUNT XIV 

(Declaratory Judgment - Invalidity of the '728 Patent) 

!I 154. Hynix incorporates by reference the responses to paragraphs 1 tlirot~gh 32 as if fully set 

forth herein. 

155. Hynix adinits that Toshiba asserts this is an action for declaratory judgment of the 

invalidity of any and all claims of the '728 patent. Except as so admitted, Hynix denies the allegations 

contained in paragraph 155 of the Co~iiplaint. 

156. Mynix admits the allegations contained in paragraph 156 ofthe Complaint. 

/  157. Hynix denies the allegations stated in paragraph 157 ofthe Complaint, 

I 1 5 8  Hynix admits that Tosliiba purports to desire and request ajudicial determination and 

declaration of the respective riglits and duties ofthe parties based on the purported disputes regarding 

the validity of the '728 patent. Except as so admitted, l-lynix denies the allegations contained in 

paragraph 158 of the Complaint 

COUNT XV 

(Declaratory Judgment - Non-Infringement of tile '334 Patent) 

/ 1 5 9  Hynix incorporates by reference tile responses to palsgraphs I through 32 as if fully set 

/ forth herein 

160. Hynix ad~iiits that Toshiba assells this is an action for declaratory judgment of  non- 

infringement of any valid claim of the '334 patent. Except as so admitted, I-lynix denies the 

allegations contained in paragraph 160 of the Complaint. 

161. I-lynix admits the allegations contained in paragraph 161 oi the  Cornplaint 

/ /  1 6 2  llynix admits that HSI has alleged, is alleging and will continue to allege that Toshiba has 

I / /  been and is making, using, offering for sale, selling and/or importing into the United States devices 
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hat were manufactured using niethods disclosed and claimed in the '334 patent. Except as so 

~dmitted, Hynix denies the allegations contained in paragraph 162 of the Complaint. 

163. tlynix admits that MSI has alleged, is alleging and will continue to allege that Toshiba has 

nduced and contributed to infringement of the '334 patent by others. Except as so admitted, Hynix 

ienies the allegations contained in paragraph 163 of the Complaint. 

164. Hynix admits that HSI has alleged, is alleging and will continue to allege that Toshiba's 

nfringe~nent of the '334 patent was willfill and deliberate. Except as so admitted, Hynix denies the 

~llegations contained in paragrapli 164 of the Complaint. 

165. I-lynix admits tliat HSI has alleged, is alleging and will continue to allege that HSI has been 

and will continue to be irreparably harmed by Toshiba's infringement of the '134 patent. Except as so 

admitted, 1-lynix denies the allegations contained in paragraph 165 of the Complaint. 

166. Hynix admits that IHSI has alleged, is alleging, and will continue to allege that NSI has no 

adequate remedy at law for Toshiba's infi-ingernent of the '334 patent. Except as so admitted, I-iynix 

jellies the allegations contained in paragraph 166 of the Complaint. 

167. Elynix adniits tliat Toshiba purports to deny HSl's allegations. Except as so admitted, 

Hynix denies the allegations contained in paragraph 167 of the Complaint. 

168. I-lynix denies the allegations stated in paragraph 168 of the Complaint. 

169. Hynix denies the allegations slated in paragraph 169 of tlie Complaint. 

170. I-lynix denies the allegations slated in paragraph 170 of the Complaint. 

171. I-Iynix admits that Toshiba purports lo desire and request a judicial determination and 

declaration of the respective rights and duties of the parties based on the purported disputes regarding 

the infringeinent or non-infringement of the '334 patent. Except as so admitted, 1Hynix denies the 

allegations contained in paragraph 171 of the Complaint. 

COUNT XVI 

(Declaratory Judgment - Invalidity OF the '334 Patent) 

172. Hynix incorporates by reference the responses to paragraphs 1 through 32 as i f  fully set 

forth lierein. 

17.3. I-lynix adniits that Toshiba asserts this is an action for declarato~y judgment ofthe 
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invalidity of any and all claims of the '334 patent. Except as so admitted, Hynix denies the allegations 

contained in paragraph 173 of the Complaint. 

174. Hynix adlnits the allegations contained in paragraph 174 of the Complaint. 

175. I-Iynix denies the allegations stated in paragraph 175 ofthe Complaint. 

176. Hynix adlnits that Toshiba purports to desire and request a judicial determination and 

declaration of the respective rights and duties of the parties based on the purported disputes regarding 

the validity ofthe '134 patent. Except as so admitted, Hynix denies the allegations contained in 

paragraph 176 of the Coinplaint 

COUNT XVII 

(Declaratory Judgment - Non-Infringement of the '404 Patent) 

177 Iiynix incorporates by reference the responses to paragraphs 1 through 32 as if fully set 

forth herein. 

178. Hynix adittits that Tosltiba asserts this is an action for declaratory judgment ofnon- 

/ infringement of any valid claiin of tlie '404 patent. Except as so admitted, Hynix denies the 

I allegations contained in paragraph 178 ofthe Complaint 

179. Hynix admits the allegations contained in paragraph 179 of the Complaint. 

180. Hynix admits that I-IS1 has alleged, is alleging and will continue to allege that Toshiba has 

been and is malting, using, offering for sale, selling and/or iltlporting into the linited States devices 

that were manufactured using methods disclosed and claimed in the '404 patent Except as so 

admitted, Hynix denies the allegatioils contained in paragraph 180 of the Complaint. 

11 181. Iiynix adlnits that I-IS1 has alleged, is alleging and will continue to allege that Toshiba has 

induced and contributed to infringement of the '404 patent by others. Except as so admitted, Iiynix 

denies the allegations contidined in paragraph 181 of the Complaint. 

182. Hynix adinits that HSI has alleged, is alleging and will continue to allege that Toshiba's 

infringement of the '404 patent was willful and deliberate. Except as so admitted, Iiynix denies the 

allegations contained in paragraph 182 of the Complaint. 

1 1 8 3  Hynix admits that HSI liar alleged, is alleging and will continue to allege that 1-IS1 118s been 

/ /  and will continue to be irreparably harmed by Toshiba's infringeitlent of the '404 patent. Except as so 
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idmitted, Mynix denies tlie allegations contained in paragraph 183 of the Complaint. 

184. Hynix admits that HSI has alleged, is alleging, and will continue to allege that HSI has no 

idequate remedy at law for Toshiba's infringement of tlie '404 patent. Except as so admitted, Hynix 

fenies the allegations contained in paragraph 184 of the Complaint. 

185. Ilynix admits that Toshiba purports to deny MSI's allegations. Except as so admitted, 

lynix denies the allegations contained in paragraph 185 of the Complaint. 

186. Hynix denies the allegations stated in paragraph 186 ofthe Complaint. 

187. Hynix denies tlie allegations stated in paragraph 187 of tlie Complaint. 

188. tlynix denies the allegations stated in paragraph 188 of the Complaint. 

189. Ilynix admits that Toshiba purports to desire and request a judicial determination and 

ieclaration of the respective rights and duties of tlie parties based on the purported disputes regarding 

h e  infringement or non-infringement of tlie '404 patent. Except as so admitted, llynix denies the 

dlegations contained in paragraph 189 of the Complaint. 

COUNT XVIII 

(Declaratory ,Judgment - Invalidity of the '404 Patent) 

190. I-lynix incorporates by reference the responses to paragraplis 1 through 32 as if fully set 

Forth herein. 

191, liynix admits that Toshiba asserts this is an action for declaratory judgment ofthe 

invalidity ofany and all claims ofthe '404 patent. Except as so admitted, I-Iynix denies the allegations 

;ontained in paragraph 19 1 of  tlie Complaint. 

192. liynix admits the allegations contained in paragraph 192 ofthe Complaint. 

193. Iiynix denies tlie allegatioiis stated in paragraph 193 of the Complaint. 

194. Ilynix adinits that Toshiba purports to desire and request a judicial determination and 

declaration of the respective rights and duties of the parties based on the purported disputes regarding 

the validity of the '404 patent. Except as so admitted, Hynix denies the allegations contained in 

paragraph 194 of tile Complaint. 
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COUNT XM 

(Declaratory Judgment - Non-Infringement of the '997 Patent) 

195. Nynix incorporates by reference the responses to paragraphs 1 through 32 as if fully set 

forth herein. 

196. Hynix admits that Tosliiba asserts this is an action for declaratory judgment of non- 

infringement of any valid claim of tlie '997 patent. Except as so admitted, Hynix denies the 

allegations contained in paragraph 196 of the Complaint. 

197. I-lynix adniits the allegations contained in paragraph 197 of the Complaint,. 

198. Nynix admits that I-IS1 has alleged, is alleging and will continue to allege that Toshiba 11as 

been and is making, using, offering for sale, selling andlor importing into the United States devices 

that embody the invention disclosed and claimed in the '997 patent. Except as so admitted, Mynix 

denies the allegations contained in paragraph 198 of the Complaint. 

199. Hynix admits that HSI has alleged, is alleging and will continue to allege that Toshiba has 

induced and contributed to infringement of the '997 patent by others. Except as so admitted, Hynix 

denies the allegations contained in paragraph 199 of the Complaint. 

200. Nynix adniits that HSI has alleged, is alleging and will continue to allege that Toshiba's 

infringement of the '997 patent was willful and deliberate. Except as so admitted, Hynix denies the 

allegations contained in paragraph 200 of the Complaint. 

201. I-lynix ad~ilits that I-lSI has alleged, is alleging and will continue to allege tliat HSI has been 

and will continue to be irreparably harmed by Toshiba's infringement of the '997 patent. Except as so 

admitted, Hynix denies tlie allegations contained in paragraph 201 of the Cotnplaint. 

202. I-lynix admits tliat MSI has alleged, is alleging, and will continue to allege that HSI has no 

adequate reniedy at law for Toshiba's infringement of the '997 patent. Except as so adniitted, Hynix 

denies the allegations contained in paragraph 202 of the Complaint. 

203. I-lynix admits that Tosliiba purports to deny HSI's allegations. Except as so admitted, 

Hynix denies the allegations contained in paragraph 203 ofthe Complaint. 

204. Hynix denies the allegations stated in paragraph 204 of the Complaint. 

205. I-lynix denies the allegations stated in paragraph 205 of the Complaint. 
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206. Hynix denies the allegations stated in paragraph 206 of the Complaint. 

207. I-lynix admits that Toshiba purports to desire and request a judicial determination and 

declaration of the respective rights and duties of the parties based on the purported disputes regarding 

the infringement or non-infringement of the '997 patent.. Except as so admitted, Hynix denies the 

allegations contained in paragraph 207 of the Complaint. 

COUNT XX 

(Declaratory Judgment - Invalidity of tile '997 Patent) 

208. I-lynix incorporates by reference the responses to paragraphs 1 through 32 as if fillly set 

forth herein. 

209, I-lyiiix adnlits that Toshiba asserts this is an action for declaratory ,judgnient of the 

invalidity of any and all claims ofthe '997 patent. Except as so admitted, Hynix denies the allegations 

contained in paragraph 209 of the Complaint 

210 i-lynix admits the allegations contained in paragraph 210 of the Coniplaint 

21 1. Iiynix denies the allegations stated in parag~aph 21 1 of the Complaint. 

212. Hynix admits that Toshiba purports to desire and request a judicial determination and 

declaration of the respective rights and duties ofthe parties based on the purported disputes regarding 

the validity of the '997 patent. Except as so admitted, Hynix denies the allegations contained in 

paragraph 212 of the Complaint. 

COUNT XXI 

(Declaratory Judgment - Nan-Infringement of the '190 Patent) 

213. Hynix incorporates by reference the responses to paragraphs 1 through 32 as if fully set 

forth herein. 

214. I-lynix admits that Toshiba asserts this is an action for declaratory judginent of non- 

infringe~nent of any valid claim of the '190 patent. Except as so admitted, Hynix denies the 

allegations contained in paragraph 214 of the Complaint 

215 Hynix denies the allegations stated in paragraph 21 5 ofthe Complaint 

216. I-lynix denies the allegations stated in paragraph 216 of the Complaint 

21 7. I-lynix denies the allcgations stated in paragraph 217 of the Complaint 
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218. liynix denies the allegations stated in paragraph 218 of the Complaint. 

219. Hynix denies the allegations stated in paragraph 219 of the Complaint. 

220. Hynix denies the allegations stated in paragraph 220 of the Complaint. 

221. Iiynix admits that Toshiba purports to deny HSA's purported allegations. Except as so 

tdmitted, Hynix denies the allegations contained in paragraph 221 of the Complaint. 

222. I-lynix denies the allegations stated in paragraph 222 of the Complaint. 

223. Iiynix denies the allegations stated in paragraph 223 of the Complaint. 

224. Hynix denies the allegations stated in paragraph 224 oftlie Complaint. 

225. Mynis admits that Toshiba purports to desire and request ajudicial determination and 

leclaration of the respective rights and duties of the parties based on tlie purported disputes regarding 

:he infringement or non-infringement of tlie '190 patent. Except as so admitted, Hynix denies the 

3llegations contained in paragraph 225 oftlie Complaint. 

COUNT XXII 

(Declaratory Judgment - Invalidity of tlie '190 Patent) 

226. Hynix incorporates by reference the responses to paragraphs 1 througli 32 as if fully set 

forth herein. 

227. Iiynix admits that Toshiba asserts this is an action for declaratoryjudg~rrent of'the 

invalidity of any and all clai~ns of the '190 patent. Except as so admitted, Hynix denies the allegations 

contained in paragraph 227 of tlie Complaint. 

228. Hynis denies tlie allegations stated in paragrapli 228 of the Complaint. 

229. Hynix denies the allegations stated in paragraph 229 of the Complaint. 

230. Hynix admits that Toshiba purports to desire and request a judicial determination and 

declaratioll of the respective rights and duties of the parties based on the purported disputes regarding 

the validity of the '190 patent. Except as so admitted, I-lynix denies the allegations contained in 

paragraph 230 of tlie Complaint. 

ATTORNEY'S FEES 

2.31. Mynix denies the allegatio~is stated in paragraph 2.31 of the Complaint. 
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6 1 Tosliiba's Complaint f o ~  Declaratory iudg~nent of Non-Infringement and Invalidity and each 

1 

2 

3 

4 

5 

PLAINTIFF'S PRAYER FOR RELIEF 

Iiynix denies that any basis exists for relief in this case as requested by plaintiff Toshiba 

AFFIRMATIVE DEFENSES 

FIRST AFFIRMATIVE DEFENSE 

(Failure to State a Claim Against HSI) 

WliEREFORE, Hynix prays for judgment in its favor and against Toshiba as follows: 

1 .  Declaring that United States Patent Nos. 4,718,019; 5,031,l l l (including claims issued 

in Reexamination Certificate 4297); 5,422,311; 5,509,995; 5,512,5 19; 5,663,102; 

5,807,728; 5,861,334; 5,869,404; 6,207,997; and 6,330,190 and all claims therein are 

valid and enforceable; 

2. Declaring that Toshiba Corporation infringes United States Patent Nos. 4,718,019; 

5,031,ll 1 (including claims issued in Reexamination Certificate 4297); 5,422,311; 

5,509,995; 5,512,519; 5,663,102; 5,807,728; 5,861,334; 5,869,404; 6,207,997; and 

6,330,190; 

3. Dismissing the Colnplaint with prejudice; 

4. Awarding Hynix its attorneys' fees; 

5. Awarding Iiynix costs of suit; and 

6. Awarding I-lynix such other costs and further relief as the Court deems just and proper. 

7 

8 

9 

10 

I I 

COUNTERCLAIMS 

and every purported claim for relief fails to allege facts sufficient to state a claim against HSI. 

SECOND AFFIRMATIVE DEFENSE 

(Failure to State a Claim Against HSA) 

Toshiba's Complaint for Declaratory dudgtnent ofNon-Infringement and Invalidity and each 

and every purported claiin for relief fails to allege facts sufficient to state a claim against HSA. 

28 11 Counterclai~nant HSI alleges as follows: 
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THE PARTIES 

1. Counterclai~nant HSI is a corporation organized under the laws of Korea with its 

rincipal place of business at San 136-1, Atni-Ri Bubal-eub Ichon-si Kyounglci-do, Korea 467-860. 

2. Upon information and belief, Counterdefendant Toshiba is a corporation organized 

~nder  the laws of Japan having its principal place of business at 1-1 Sliibaura 1-Chome, Minato-Ku, 

rokyo 105-8001, .Japan. 

3.  Upon information and belief Counterdefendant Toshiba America, Inc. ("TAI"), is a 

:orporation organized under the laws of the State of  Delaware with its principal place of business at 

1251 Avenue of the Americas, Suite 4100, New York, New York, 10020 andlor at 376 Hollywood 

\venue, Fairfield, New Jersey 07004. 

4. Upon infortnation and belief Counterdefendant Toshiba America Infor~nation Systems, 

nc. ("TAIS") is a corpo~ation organized under the laws of the State of California with its principal 

)lace of business at 9740 Irvine Blvd., Irvine, California 92618. 

5. Upon Information and beliec Counterdefendant Toshiba America Consu~ner Products, 

>.L.C. ("TACP"), is a limited liability company organized under the laws of the State ofNew Jersey 

~ i t h  its principal place of business at 82 Totowa Road, Wayne, New .Jersey 07470. 

6. Upon information and belief; Toshiba A~nerica Electronic Components, Inc. ("TAEC") 

is a corporation organized under the laws of (lie State of California with its principal place of business 

3t 1990 MacArth~tr Blvd, Suite 400, Irvine, California 92612. 

7 Upon information and belief, Toshiba America Medical Systems, Inc., ("TAMS') is a 

;orporation organized under the laws of the State of California with its principal place of business at 

2441 Michelle Drive, Tustin, California 92780. 

8. Upon information and belief, Toshiba America Business Solutions, Inc., ("TABS") is a 

corporation organized under the laws ofthe State of California with its principal place of business at 2 

Musick, Irvine, California 926 18. 

9. Toshiba, TAI, TAIS, TACP, TAEC, TAMS, and TABS are referred to collectively 

herein as the "Toshiba Counterdefendants." 
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JURISDICTION AND VENUE 

10. These Counterclai~ns constitute a civil action for patent infringement arising under the 

latent laws of the United States, 35 U.S.C. § 101, el seq. This Court lias sub,ject ~natterjurisdiction 

~ n d e r  28 U.S.C. $5 1331 and 1.338. Venue is proper in thisjudicial district under 28 U.S.C. 

j§ 1391(b), (c) and (d) and 1400(b). 

11. This court lias persona1,jurisdiction over Toshiba because Toshiba has submitted to 

urisdiction herein by com~nencing this action and has sufficient minirnum contacts with the United 

States and with the State of  California. 

12. This court has personal jurisdiction over TAI because TAI has sufficient minimum 

:ontacts with this State, maintains offices within this State and, on inforniation and belief, conducts 

substantial business within this State. 

13. This court lias personal jurisdiction over TAlS because TAIS has sufficient minimum 

contacts with this State, maintains offices within this State and, on information and belief; conducts 

substantial business within this State, 

14. This court has personal jurisdiction over TACP because TACP has sufficient minimum 

contacts with this State, niaintains offices within this State and, on information and belief, conducts 

substantial business within this Stale. 

15. This court lias persona1jurisdiction over TAEC because TAEC has sufficient ~nini~nurn 

contacts with this State, maintains offices within this State and, on infornlation and belief, conducts 

substantial business within this State. 

16. Tliis court lias persona1,jurisdiction over TAMS because TAMS has sufficient 

minimuni contacts with this State, maintains offices within this State and, on information and belief, 

conducts substantial business within this State. 

17. This court lias personal jurisdiction over TABS because TABS has sufficient ~ninimu~n 

contacts with this State, maintains offices witliin this State and, on infonnation and belief, conducts 

substantial business within this State. 

THE PATENTS 

18. lJnited States Patent No. 4,718,019 ("the '019 patent"), entitled "Electron Beam 
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xposure System and an Apparatus for Carrying Out a Pattern Unwinder," duly and legally issued on 

'anuary 5, 1988. A true and correct copy of'the '019 patent is attached hereto as Exhibit A and 

ncorporated herein by reference. 

19. MSI is, and at all time relevant to this action was, owner by assignment of all right, title 

ind interest in and to the '019 patent. 

2 0  United States Patent No. 5,011,111 ("the ' I  1 1  patent"), entitled "Automated Circuit 

k s i g n  Method,"duly and legally issued on July 9, 1991. 

21. Reexamination Certificate 4297 issued for the ' I  1 1  patent on March 27, 2001. A true 

ind correct copy of the '1  1 1  patent (including Reexa~liination Certificate 4297) is attached hereto as 

3xhibit B and incorporated herein by reference. 

22. I4S1 is, and at all tinie relevant to this action was, owner by assignment of all right, title 

~ n d  interest in and to the '1 11 patent. 

23. United States Patent No. 5,422,3 1 1 ("the '3 11 patent"), entitled "Method for 

flanufacturing a Conductor Layer in a Se~niconductor Device," duly and legally issued on June 6, 

1995. A true and correct copy of the ' 1 1  I patent is attached hereto as Exhibit C and incorporated 

ierein by reference. 

24. I-IS1 is, and at all time relevant to this action was, owner by assignment of all right, title 

and interest in and to the '31 1 patent. 

25 United States Patent No. 5,509,995 ("the '995 patent"), entitled "Process for 

4nisotropically Etching Semiconductor Material," duly and legally issued on April 23, 1996. A true 

ind correct copy of the '995 patent is attached hereto as Exhibit D and incorporated herein by 

.eference. 

26. HSI is, and at all tiine relevant to this action was, owner by assign~nent of all right, title 

~ n d  interest in and to the '995 patent. 

27. United States Patent No. 5,512,519 ("the '519 patent"), entitled "Method of Forming a 

Silicon Insulating Layer in a Semiconductor Device," duly and legally issued on April 30, 1996. A 

true and correct copy of the '5 19 patent is attached hereto as Exhibit E and incorporated herein by 

reference. 
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28, t1Sl is, and at all time relevant to this action was, owner by assignment of all right, title 

ind interest in and to tlie '5 19 patent. 

29. IJnited States Patent No. 5,663,102 ("the '102 patent"), entitled "Method for Forming 

Llulti-Layered Metal Wiring Seiniconductor Element Using CMP or Etch Back," duly and legally 

issued September 2, 1997. A true and correct copy of the '102 patent is attached hereto as Exhibit F 

and incorporated herein by reference. 

30. IHSI is, and at all time relevant to this action was, owner by assignment of all right, title 

and interest in and to tlie '102 patent. 

31. United States Patent No. 5,807,728 ("the '728 Patent"), entitled "Thin Film Transistor 

for Antistatic Circuit and Method for Fabricating the Same," duly and legally issued Septeiiiber 15, 

1998. A true and correct copy of the '728 patent is attached hereto as Exhibit G and incorporated 

herein by reference. 

32. MSI is, and at all time relevant to this action was, owner by assignment of all right, title 

and interest in and to the '728 patent. 

33. United States Patent No. 5,861,334 ("the '334 patent"), entitled "Method for 

Fabricating Semiconductor Device Having A Buried Channel," duly and legally issued January 19, 

1999. A 11-ue and correct copy of the '3.34 patent is attached hereto as Exhibit H and incorporated 

herein by reference. 

34. HSI is, and at all time relevant to this action was, owner by assignment of all right, title 

and inte~est in and to the '334 patent. 

.35. United States Patent No. 5,869,404 ("the '404 patent"), entitled "Method for Forming 

Contact I-lole of Semiconductor Device," duly and legally issued February 9, 1999. A true and correct 

copy ofthe '404 patent is attached hereto as Exhibit 1 and incorporated herein by reference. 

36. 1-IS1 is, and at all time relevant to this action was, owner by assignment of all right, title 

and interest in and to tlie '404 patent. 

37. United States Patent No. 6,207,997 ("the '997 patent"), entitled "Thin Film Transistor 

for Antistatic Circuit and Method for Fabricating the Same," duly and legally issued on March 27, 

2001. A true atid correct copy of the '997 patent is attached hereto as Exhibit J and incorporated 
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herein by reference. 

38. HSI is, and at all time relevant to this action was, owner by assignlnent of all right, title 

and interest in and to the '997 patent. 

39. United States Patent No. 6,330,190 ("the '190 patent") is entitled "Semiconductor 

Structure for Flash Memory Enabling Low Operating Potentials," duly and legally issued on 

December 11, 2001. A true and correct copy of the '190 patent is attached hereto as Exhibit K and 

incorporated herein by reference. 

40. llSl is, and at all time relevant to this action was, owner by assignlnent of all right, title 

and interest in and to the '190 patent. 

FIRST COUNTERCLAIM 

(Infringement of the '019 Patent) 

41. NSI incorporaies by r.eference the allegations set fort11 in paragraphs 1 through 40 of its 

Counterclaims. 

42. Without the consent or authorization of HSI, Toshiba and TAEC, and upon information 

and belief, TAI, TAIS, TACP, TAMS, and TABS, have infringed and continue to infringe the '019 patent 

by malting, having made, using, selling, importing, and/or offering to sell products that were 

rnanufact~ired using inetllods disclosed and claimed in the '019 patent within this judicial district and 

elsewhere in the United States. 

4.3. IHS1 is informed and believes, and thereon alleges, the Toshiba Counterdefendants, and 

each of them, have infringed and continue to infringe the '019 patent by knowingly contributing to the 

infringement of andior inducing infringement by others ofthe '019 patent in this judicial district and 

elsewhere in the United States. 

44. HSI is informed and believes, and thereon alleges, the Tosl~iba Counterdefendants' 

infringement of the '019 patent has been willful, deliberate and in conscious disregard of HSl's rights, 

malting this an exceptional case within the nieaning of35 U.S.C. § 285. 

45. IlSl is informed and believes, and thereon alleges, the Toshiba Counterdefendants, and 

each of them, will continue to infringe the '019 patent unless enjoined by this Court. 

46. The Toshiba Counterdefendants' infringement of the '019 patent has caused, and 
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:ontinues to cause, damage to HSI in an amount to be proven at trial. 

SECOND COUNTERCLAIM 

(Infringement of the '111 Patent) 

47. HSI incorporates by reference the allegations set forth in paragraphs 1 through 40 of its 

:ounterclaims. 

48. Without the consent or authorization of HSI, Toshiba and TAEC, and upon infonnation 

ind belief, TAI, TAIS, TACP, TAMS, and TABS, have infringed and continue to infringe the '1 11 patent 

'including claims issued in Reexamination Certificate 4297) by making, having made, using, selling, 

mporting, andlor offering to sell products tliat were manufactured using methods disclosed and claimed 

n the '1 11 patent within this judicial district and elsewhere in the United States. 

49. I-IS1 is infornied and believes, and thereon alleges, tlie Toshiba Counterdefendants, and 

:ach ofthem, have infringed and continue to infringe the ' I  I I patent (including claims issued in 

Keexamination Certificate 4297) by knowingly contributing to the infringement of andlor inducing 

nfringement by others of the '1 11 patent in this judicial district and elsewhere in tlie lJnited States. 

50. HSI is inforrried and believes, and thereon alleges, the Tosliiba Co~mterdefendants' 

infringement of the '1 1 1  patent (including claims issued in Reexamination Certificate 4297) has been 

~ i l l f i ~ l ,  deliberate and in conscious disregard of 1iSl's rights, making this an exceptional case within the 

neaning of 35 U.S.C. 8 285. 

5 1 .  IHSI is infornied and believes, and thereon alleges, the Toshiba Cot~nterdefendants, and 

:ach of them, will continue to infiinge the '1 11 patent (including claims issued in Reexamination 

Certificate 4297) unless enjoined by this Court. 

52. TIie Toshiba Counterdefendants' infringement of the '1 1 1  patent (including claims issued 

in Reexamination Certificate 4297) has caused, and continues to cause, damage to HSI in an amount to 

be proven at trial. 

THIRD COUNTERCLAIM 

(Infringement of the '311 Patent) 

53.  HSI incorporates by reference the allegations set forth in paragraphs 1 through 40 of its 

Counterclaims. 
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54. Without the consent or authorization of HSI, Toslliba and TAEC, and upon information 

3nd belief, TA1, TAIS, TACP, TAMS, and TABS, have infringed and continue to infringe the '31 1 patent 

by making, having made, using, selling, importing, andlor offering to sell products that were 

manufactured using methods disclosed and claimed in the '31 1 patent within this,judicial district and 

elsewhere in the United States. 

55. MSI is informed and believes, and thereon alleges, the Toshiba Counterdefendants, and 

each of them, have infringed and continue to infringe the '31 1 patent by knowingly contributing to the 

infringe~nent of andlor inducing infringement by others of the '31 1 patent in this judicial district and 

elsewhere in the United States 

56. HSI is infornled and believes, and thereon alleges, the Toshiba Counterdefendants' 

infringement of the ' i l l  patent has been willfil, deliberate and in conscious disregard ofHSl's rights, 

making this an exceptional case within the rneaning of 35 U.S.C. 5 285. 

57. HSI is informed and believes, and thereon alleges, the Toshiba Counterdefendants, and 

each ofthem, will continue to infringe the '31 1 patent unless enjoined by this Court. 

58. The Toshiba Counterdefendants' infringement ofthe '31 1 patent has caused, and 

continues to cause, darnage to I-IS1 in an amount to be proven at trial. 

FOURTH COUNTERCLAIM 

(Infringement of the '995 Patent) 

59. IiSI incorporates by reference the allegations set forth in palagraphs 1 through 40 of its 

Counterclaims. 

60 Without the consent 01 authorization of 1iS1, Toshiba and TAEC, and upon information 

and belief, TAI, TAIS, TACP, TAMS, and TABS, have infringed and continue to infringe the '995 patent 

by malting, having niade, using, selling, i~nporting, andlor offering to sell products that were 

manufactured using methods disclosed and claimed in the '995 patent within this judicial district and 

elsewhere in the United States. 

61. IiSI is info~~ned and believes, and theleon alleges, the Toshiba Counterdefendants, and 

each of them, have infringed and continue to infringe the '995 patent by knowingly contributing to the 

infringement of andlor inducing infringement by others of the '995 patent in this judicial district and 
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elsewhere in the United States. 

62. HSI is informed and believes, and thereon alleges, the Toshiba Counterdefendants' 

infringement of the '995 patent has been willful, deliberate and in conscious disregard of HSI's rights, 

rnalcing this an exceptional case within the meaning of 35 U.S.C. 5 285. 

63. HSI is informed and believes, and thereon alleges, the Toshiba Counterdefendants will 

continue to infringe the '995 patent unless enjoined by this Court. 

64. The Toshiba Counterdefendants' infringement of the '995 patent has caused, and 

continues to cause, danlage to HSI in an amount to be proven at trial. 

PIPTH COUNTERCLAIM 

(Infringement of the '519 Patent) 

65. HS1 incorporates by i.efereiice the allegations set forth in paragraphs 1 through 40 of its 

Cotlnterclaims. 

66. Without the consent or authorization of ElSI, Toshiba and TAEC, and upon information 

and belief, TAI, TAIS, TACP, TAMS, and TABS, have infringed and continue to infringe the '519 patent 

by malting, having made, using, selling, importing, andlor offering to sell products that were 

manufactured using methods disclosed and claimed in the '519 patent within this judicial district and 

elsewhere in the United States. 

67,  lHS1 is informed and believes, and thereon alleges, the Toshiba Counterdefendants, and 

each of them, have infringed and continue to infringe the '519 patent by lcnowingly contributing to the 

infringement of and/or inducing infringement by others of the '519 patent in this judicial district and 

elsewhere in the United States. 

68. HSI is infomied and believes, and thereon alleges, the ioshiba Counterdefendants' 

infringement of the '519 patent has been willful, deliberate and in conscious disregard of HSI's rights, 

making this an exceptional case within the meaning of 35 U.S.C. $285. 

69. HSl is informed and believes, and thereon alleges, the Toshiba Counterdefendants will 

continue to infringe the '5 19 patent unless enjoined by this Court. 

70. The Toshiba Counterdefendants' infringement of the '5 19 patent has caused, and 

continues to cause, dainage to IHSI in an amount to be proven at trial. 
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SIXTH COUNTERCLAIM 

(Infringement of t l~e  '102 Patent) 

71. HSI incorporates by reference the allegations set forth in paragraphs 1 through 40 of its 

:ounterclaims. 

72. Without the consent or authorization of HSI, Toshiba and T M C ,  and upon infortnation 

md belief, TAI, TAIS, TACP, TAMS, and TABS, have infringed and continue to infringe the '102 patent 

)y making, having made, using, selling, importing, andlor offering to sell products that were 

nanufactured using niethods disclosed and clai~ned in the '102 patent within this judicial district and 

:Isewhere in the United States. 

7.3. HSI is informed and believes, and thereon alleges, the Toshiba Counterdefendants, and 

:acli of them, have infringed and continue to infringe the '102 patent by knowingly contributing to the 

nfringement of and/or inducing infringement by others of the '102 patent in this judicial district and 

:!sewhere in the United Stales. 

74. HSI is inforiued and believes, and thereon alleges, the Toshiba Counterdefendants' 

nfringernent of the '102 patent has been willful, deliberate and in conscious disregard of HSl's rights, 

naking this an exceptional case within the meaning of 35 1J.S.C. 5 285. 

75. HSI is informed and believes, and thereon alleges, the Toshiba Counterdefendants will 

:ontinue to infringe the '102 patent unless enjoined by this Court. 

76. The Tosliiba Counterdefendants' infringement ofthe ' 102 patent llas caused, and 

:ontinues to cause, da~nage to HSS in an amount to be proven at trial. 

SEVENTH COUNTERCLAIM 

(Infringement of the '728 Patent) 

77. HSI incorporates by reference the allegations set forth in paragraphs 1 through 40 of its 

2ounterclaims. 

78. Without tile consent or authorization of HSI, Toshiba and TAEC, and upon infonnation 

2nd belief, TAI, TAIS, TACP, TAMS, and TABS, have infringed and continue to infringe the '728 patent 

~y malting, llaviilg made, using, selling, importing, and/or offering to sell products that were 

nanufactured using In disclosed and etllods claimed in the '728 patent within this judicial district and 
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:\sewhere in the United States. 

79. HSI is informed and believes, and thereon alleges, the Toshiba Counterdefendants, and 

jach ofthem, have infringed and colltinlle to infringe the '728 patent by knowingly contributing to the 

infringement of andlor inducing infringement by others of the '728 patent in thisjudicial district and 

~Isewhere in the United States. 

80. HSI is inforined and believes, and thereon alleges, the Toshiba Counterdefendants' 

infringement ofthe '728 patent has been willful, deliberate and in conscious disregard of MSI's rights, 

~naking this an exceptional case within the meaning of 35 U.S.C. 5 285. 

81. IiSl is informed and believes, and thereon alleges, the Toshiba Counterdefendants will 

continue to infringe the '728 patelit unless enjoined by this Court. 

82. The Toshiba Counterdefendants' infringement of the '728 patent has caused, and 

continues to cause, damage to IIS1 in an amount to be proven at trial 

EIGHTH COUNTERCLAIilQ 

(Infringement of tlie '334 Patent) 

8.3. IISI incorporates by reference the allegations set forth in paragraphs I through 40 of its 

Counterclaims. 

84. Without the consent or authorization ofHS1, Toshiba and TAEC, and upon information 

and belief, TAI, TAIS, TACP, TAMS, and TABS, have infringed and continue to infringe the '334 patent 

by malting, having made, using, selling, importing, andlor offering to sell products that were 

manufactured using methods disclosed and claimed in the '334 patent within this judicial district and 

elsewhere in the United States. 

85. HSI is inforined and believes, and thereon alleges, the Toshiba Counterdefendants, and 

each of them, have infringed and continue to infringe tile '334 patent by knowingly contributing to the 

infringeinent of andlor inducing infringeinent by others of the '3.34 patent in this judicial district and 

elsewhere in the United States. 

86. HSI is informed and believes, and thereon alleges, the Toshiba Counterdefendants' 

infringement ofthe '334 patent has been willful, deliberate and in conscious disregard of HSI's rights, 

Iliaking this an exceptional case within the meaning of 35 1J.S.C. 5 285. 
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8 7  HSI is infornled and believes, and thereon alleges, the Toshiba Counterdefendants will 

:ontinue to infringe the '334 patent unless enjoined by this Court. 

88. The Toshiba Counterdefendants' infringement of the '334 patent has caused, and 

:ontinues to cause, damage to HSI in an amount to be proven at trial. 

NINTH COUNTERCLAIM 

(Infringement of tlre '404 Patent) 

89. HSI incorporates by reference the allegations set forth in paragraphs 1 through 40 of its 

:ounterclaims. 

90. Without the consent or authorization oFMSI, Toshiba and TAEC, and upon infonnation 

md belief, TAI, TAIS, TACP, TAMS, and TABS, have infringed and continue to infringe the '404 patent 

)y malting, having made, using, selling, importing, and/or offering to sell products that were 

nanufactured using methods disclosed and claimed in the '404 patent within this judicial district and 

:Isewhere in the United States. 

91. HSI is infornied and believes, and thereon alleges, the Toshiba Counterdefendants, and 

:ach ofthem, have infringed and continue to infringe the '404 patent by knowingly contributing to the 

nfiingement of and/or inducing infringement by others of the '404 patent in thisjudicial district and 

:]sewhere in the United States. 

92. HSI is informed and believes, and thereon alleges, Toshiba's infringement ofthe '404 

latent has been willfill, deliberate and in conscious disregard of HSI's rights, malting this an exceptional 

:ase within the meaning of 35 U.S.C. $285. 

93. NSI is informed and believes, and thereon alleges, the Toshiba Counterdefendants will 

:ontinue to infiinge the '404 patent unless enjoined by this Court. 

94. The Toshiba Counterdefendants infringement of the '404 patent has caused, and continues 

to cause, damage to t1S1 in an amount to be proven at trial. 

TENTH COUNTERCLAIM 

(Infringement of the '997 Patent) 

95. HSI incorporates by reference the allegations set forth in paragraphs I through 40 of its 

Cotlnterclaims. 
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96. Without the consent or authorization of NSI, Toshiba and TAEC, and upon information 

and belief; TAl, TAIS, TACP, TAMS, and TABS, have infringed and continue to infringe the '997 patent 

by making, having made, using, selling, importing, and/or offering to sell products that embody the 

invention claimed in the '997 patent within this judicial district and elsewhere in the United States. 

97. HSI is informed and believes, and thereon alleges, the Toshiba Counterdefendants, and 

each ofthem, have infringed and continue to infringe the '997 patent by knowingly contributing to the 

infringement of andior inducing infringement by others of the '997 patent in this judicial district and 

elsewhere in the United States. 

98. HSI is informed and believes, and thereon alleges, the Toshiba Counterdefendants' 

infringe~neiit of the '997 patent has been willfi~l, deliberate and in conscious disregard of HSl's rights, 

nlaking this an exceptional case within the meaning of 35 U.S.C. 5 285. 

99. IiSI is i~ifornied and believes, and thereon alleges, the Toshiba Counterdefendants will 

continue to infringe the '997 patent unless enjoined by this Court. 

100. The Tosl~iba Counterdefendants, infringement of the '997 patent has caused, and 

continues to cause, daniage to NSI in an amount to be proven at trial. 

ELEVENTHCOUNTERCLAIM 

(Infringement of the '190 Patent) 

101 HSI incorporates by reference the allegations set forth in paragraphs I through 40 of its 

Counterclaims. 

102. Without the consent or authorization of HSI, Toshiba and TAEC, and upon information 

and belief, TAI, TAIS, TACP, 1-AMS, and TABS, have infringed and continue to infringe the '190 patent 

by tnaking, having made, using, selling, importing, andlor offering to sell products that embody the 

invention clailned in the ' 190 patent within this judicial district and elsewilere in the United States. 

103. HSI is informed and believes, and thereon alleges, the Toshiba Counterdefendants, and 

each oftbem, have infringed and continue to infringe the ' 190 patent by knowingly contributing to the 

infringement of andlor inducing infringement by others of the '190 patent in thisjudicial district and 

elsewhere in the United States. 
I 

104. HSI is informed and believes, and thereon alleges, tile Toshiba Counterdefendants' 
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infringement of the '190 patent has been willful, deliberate and in conscious disregard of HSl's rights, 

malting this an exceptional case within the meaning of35 U.S.C. ij 285. 

105. 1-IS1 is informed and believes, and thereon alleges, the Toshiba Counterdefendants will 

continue to infringe the ' 190 patent unless enjoined by this Court. 

106. The Toshiba Counterdefendants' infringement of the '190 patent has caused, and 

continues to cause, damage to I-IS1 in an amount to be proven at trial. 

PRAYER FOR RELIEF 

WHEREFORE, HSI prays for judgment in its favor and against the Toshiba 

Counterdefendants as follows: 

I .  Declaring that United States Patent Nos. 4,718,019; 5,031,l I I (including claims issued in 

Reexamination Certificate 4297); 5,422,311; 5,509,995; 5,512,519; 5,663,102; 5,807,728; 5,861,334; 

5,869,404; 6,207,997; and 6,330,190 and all clainls therein are valid and enforceable; 

2. Declaring that 1-oshiba Corporation, Toshiba America, Inc., Toshiba America Information 

Systems, Inc., Toshiba America Consumer Products, L.L.C., Toshiba America Electronic 

Components, Inc., Toshiba America Medical Systems, Inc., and Toshiba Aliierica Business Solutions, 

lnc. have infringed United States Patent Nos. 4,718,019; 5,031,l 1 1 (including c la i~~is  issued in 

Reexamination Certificate 4297); 5,422,3 11; 5,509,995; 5,s 12,s 19; 5,663,102; 5,807,728; 5,861,334; 

5,869,404; 6,207,997; and 6,330,190; 

3. Preliminarily and permanently enjoining Toshiba Corporation, Toshiba America, Inc,  

Toshiba America Information Systems, Inc., Toshiba America Constniier Products, L.L.C., Toshiba 

America Electronic Components, Inc., Toshiba America Medical Systeriis, Inc., and Toshiba America 

Business Solutions, lnc. their ofiicers, agents, employees, and those acting in privity with them, from 

further infringenient, contl ibutory infringement or inducing infringement of United States Patent Nos. 

4,718,019; 5,03 1 ,I I 1 (including claims issued in Reexamination Certificate 4297); 5,422,3 1 1 ; 

5,509,995; 5,512,519; 5,663,102; 5,807,728; 5,861,334; 5,869,404; 6,207,997; and 6,110,190; 

4. Awarding the profits and other damages (including, but not limited, to a reasonable royalty) 

arising out of said infringement ofunited States Patent Nos. 4,718,019; 5,031,1 I1 (including claims 

issued in Reexamination Certificate 4297); 5,422,311; 5,509,995; 5,512,519; 5,663,102; 5,807,728; 

DEFENDANTS HYNIX SEMICONDUCTOR INC AND 
HYNIX SEMICONDUCTOR AMERICA INC 'S ANSWER TO COMPLAINT; COUNTERCLAIMS 
CASE NO C0.I-04708 VRW -36- 
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By: IS/ Daniel J. Furniss 
Daniel J .  Furniss 

I 

Theodore G. Brown, 111 
Susan M. Spaeth 

5,861,334; 5,869,404; 6,207,997; and 6,330,190, including trebled damages, to HSI, together with 

prejudglnent and post-judgment interest, in an ainount according to proofi 

5. Decreeing this to be an "exceptional case" within the meaning of 35 U.S.C. (j 285 and 

awarding reasonable aflorney fees to HSI; and 

6 .  Awarding MSI such other costs and ftrther relief as the Court deemsjust and proper. 

DATED: December 13.2004 Respectfully submitted, 

TOWNSEND and TOWNSEND and CREW LLP 

THELEN REID & PRIEST LLP 
Kenneth L. Nissly 
Susan van ICeulen 

Attorneys for Defendant/Counterclaimant 
HYNIX SEMICONDUCTOR INC., and Defendant 
1-IYNIX SEMICONDUCTOR AMERICA 1NC 

DEFENDANTS HYNlX SEMICONDUCTOR INC AND 
HYNIX SEMICONDUCTOR AMERICA INC 'S ANSWER TO COMPLAINT; COUNTERCLAIMS 
CASE NO C04-04708 VRW 
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DEMAND FOR JURY TRIAL 

Defendants and Counterclaimant hereby demand a jury trial on all issues so triable. 

DATED:-December 13.2004- Respectfi~lly submitted, 

TOWNSEND and TOWNSEND and CREW LLP 

By: IS/ Daniel J. Furniss 
Daniel J. Furniss 
Theodore G Brown, 111 
Susan M. Spaeth 

THELEN REID & PRIEST LLP 
Kenneth L. Nissly 
Susan van ICeulen 

Attorneys for Defendanl/Counterclai~nant 
HYNlX SEMICONDIJCTOR INC., and Defendant 
HYNlX SEMICONDUCTOR AMERICA INC 

DEFENDANTS HYNlX SEMICONDUCTOR INC AND 
HYNfX SEMICONDUCTOR. AMERICA INC'S ANSWER TO COMPLAINT; COUNTERCLAIMS 
CASE NO C04-04708 VRW -38- 
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MARK FOWLER (Bar No. 124235) 
RONALD L. YIN (Bar No. 063266) 
ALAN LIMBACH (Bar No. 17.3059) 

IIvINCENT LAM f&r No. 229355) ' 

2000 University Avenue 
East Palo Alto, CA 94303-2248 
Tel: (650) 833-2000 
Fax: (650) 833-2001 

Attorneys for Plaintiff/Counterdefendant 
TOSHIBA CORPORATION 

I1 UNITED STATES DISTRICT COURT 

P NORTHERN DISTRICT OF CALIFORNIA 

TOSHIBA CORPORATION, 

Plaintiff, 
CASE NO. C-04-04708 VRW 

v. PLAINTIFPICOUNTERDEFENDANT 
TOSHIBA CORPORATION'S REPLY TO 

HYNIX SEMICONDUCTOR INC., and DEFENDANT/COUNTERCLAlMANT HYNIX 
HYNIX SEMICONDUCTOR AMERICA SEMICONDUCTORINC.'S 
riic. COUNTERCLAIMS 

I/ Defendants. I 
HYNIX SEMICONDUCTOR INC., 

Counterclaimant, 

TOSHIBA CORPORATION, TOSHIBA 
AMERICA, INC., TOSHIBA AMERICA 
INFORMATION SYSTEMS, RJC., 
TOSHIBA AMERICA CONSUMER 
PRODUCTS, L.L.C., TOSHIBA 
AMERICA ELECTRONIC 
COMPONENTS, INC., TOSHIBA 
AMERICA MEDICAL, SYSTEMS, INC., 
and TOSHIBA AMERICA BUSINESS 
SOLIJTIONS, INC. 

11 Counterdefendants 

~ h i i o 3 8 9 5 3 3  I PL.AINTlFF/COUNTERDEFENDANT TOSHIBA'S REP1.Y TO COUNTERCLAIMS 
2102396.990603 CASE NO C-04-04708 VRW 
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PlaintifUCounterdefendant TOSHIBA CORPORATION ("TOSHIBA") answers 

)efendant/Counterclaimant Hynix Semiconductor Inc.'s ("HSI") counterclaims as follows: 

THE PARTIES 

1. On information and belief, TOSHIBA admits the allegations of paragraph 1. 

2 .  TOSI-IIBA admits the allegations ofparagraph 2. 

i. The allegations of paragraph 3 are not directed to TOSHIBA, and on that basis 

'OSHIBA does not provide a response. 

4. The allegations of paragraph 4 are not directed to TOSHIBA, and on that basis 

YOSHIBA does not provide a response. 

5. The allegations of paragraph 5 are not directed to TOSHIBA, and on that basis 

:OSHIBA does not provide a response. 

6. The allegations of paragraph 6 are not directed to TOSHIBA, and on that basis 

rOSHIBA does not provide a response. 

7. The allegations of paragraph 7 are not directed to TOSHIBA, and on that basis 

rOSHIBA does not provide a response. 

8. The allegations of paragraph 8 are not directed to TOSHIBA, and on that basis 

rOSHIBA does not provide a response. 

9. TOSHlBA avers that the definitional statement set forth in paragraph 9 does not 

~ecessitate a response. 

JURISDICTION AND VENUE 

10, TOSHIBA admits that HSI purports to bring these counterclaims pursuant to 35 

3.S.C. $ 101, et seq. TOSHIBA further admits thatjurisdiction is proper in this Court pursuant to 

28 1J.S.C. $5 1331 and 13.38. TOSHIBA further admits that venue is proper in this  court^ 

11. TOSHIBA admits that this Court has personal jurisdiction over TOSHIBA because 

rOSHIBA has submitted to jurisdiction herein by commencing this action. Except as so 

3dmitted, TOSHIBA denies the allegations contained in paragraph 11. 

-1 
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12. The allegations of paragraph 12 are not directed to TOSHIBA, and on that basis 

'OSHIBA does not provide a response. 

13. The allegations of paragraph 1.3 are not directed to TOSHIBA, and on that basis 

:OSHIBA does not provide a response. 

14. The allegations of paragraph 14 are not directed to TOSHIBA, and on that basis 

rOSHIBA does not provide a response. 

15. The allegations of paragraph 15 are not directed to TOSHIBA, and on that basis 

[OSHIBA does not provide a response., 

16. The allegations of paragraph I6 are not directed to TOSHIBA, and on that basis 

KISHIBA does not provide a response. 

17. The allegations of paragraph 17 are not directed to TOSHIBA, and on that basis 

rOSHIBA does not provide a response. 

THE PATENTS 

18. TOSHIBA admits that on January 5, 1998, United States Patent No 4,718,019 (the 

"019 patent") entitled Electron Bearli Exposure Systent and an Apparatus for Carrying Out a 

gattern Unwinder was issued. TOSHIBA is without knowledge or information sufficient to form 

t belief as to the remaining allegations of paragraph 18 and, on that basis, denies them. 

19. On information and belief, TOSHIBA admits that HSI is the assignee and the 

Iwner of all right, title, and interest in and to the '019 patent. TOSHIBA is without knowledge or 

nformation sufficient to form a belief as to the remaining allegations of paragraph 19 and, on that 

)asis, denies them. 

20. TOSI-IIBA admits that on July 9, 1991, United States Patent No. 5,031,111 ("the 

1 1 1 pateni"), titled Autot71aled Circuit Desigrz Method, was issued. TOSHIBA is without 

rnowledge or information sufficient to form a belief as to the remaining allegations of paragraph 

?O and, on that basis, denies them. 

21. TOSHIBA admits that on March 27,2001, Reexamination Certificate 4297 was 

ssued for the '1 11 patent. TOSHIBA is without knowledge or information sufficient to form a 

~elief as to the remaining allegations of paragraph 21 and, on that basis, denies them. 
-2- .- 
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22. On information and belief, TOSHIBA admits that I3SI is the assignee and the 

Jwner of all right, title, and interest in and to the '1 11 patent, TOSHIBA is without knowledge or 

information sufficient to form a belief as to the remaining allegations of paragraph 22 and, on that 

basis, denies them. 

23. TOSHIBA admits that on June 6, 1995, United States Patent No. 5,422,3 11 ("the 

'3 1 1 patent"), titled Method, for Martufacturing a Corid~tctor L,ayer iri a Sertiiconductor Device, 

was issued. TOSHrSA is without knowledge or information sufficient to form a belief as to the 

remaining allegations of paragraph 23 and, on that basis, denies them. 

24. On information and belief, TOSHIBA admits that HSI is the assignee and owner 

of all right, title and interest in and to the '31 1 patent. TOSHIBA is without knowledge or 

information sufficient to form a belief as to the remaining allegations of paragraph 24 and, on that 

basis, denies them. 

25. TOSHIBA admits that on April 23, 1996, United States Patent No. 5,509,995 ("the 

'995 patent"), titled Process, for Anisotropically Etclii~~g Se~riiconductor Material, was issued. 

TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

allegations of paragraph 25 and, on that basis, denies them. 

26. On information and belief, TOSHIBA admits that HSI is the assignee and the 

owner of all right, title and interest in and to the '995 patent. TOSHIBA is without knowledge or 

information sufficient to form a belief as to the remaining allegations of paragraph 26 and, on that 

basis, denies them. 

27. TOSHIBA admits that on April 30, 1996, United States Patent No. 5,512,519 ("thc 

'519 patent"), titled Method ojFormirig a Silicon I17.sulatirigLayer in a Seriiiconductor Device, 

was issued. TOSHIBA is without knowledge or information sufficient to form a belief as to the 

remaining allegations of paragraph 27 and, on that basis, denies them. 

28. On information and belief, TOSHIBA admits that HSI is the assignee and the 

owner of all right, title and interest in and to the '519 patent. TOSHIBA is without knowledge or 

information sufficient to form a belief as to the remaining allegations ofparagraph 28 and, on that 

basis, denies them., 
-3- 
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:maining allegations of paragraph 3 5  and, on that basis, denies them. 

36. On information and belief, TOSHIBA admits that HSI is the assignee and the 

wner of all right, title, and interest in and to the '404 patent. TOSHIBA is without knowledge or 

iformation sufficient to form a belief as to the remaining allegations of paragraph 36 and, on that 

asis, denies them. 

37. TOSHIBA admits that on March 27, 2001, United States Patent No. 6,207,997 

'the '997 patent"), titled Thin liilnt Tratt.sistor,for Antistatic Circuit and Methodfor Fabricatiizg 

re Sanre, was issued. TOSHIBA is without knowledge or information sufficient to form a belief 

i to the remaining allegations of paragraph 37 and, on that basis, denies them. 

38. On information and belief, TOSHIBA admits that HSI is the assignee and the 

wner of all right, title, and interest in and to the '997 patent. TOSHlBA is without knowledge or 

 formation sufficient to form a belief as to the remaining allegations of paragraph 38 and, on that 

asis, denies them. 

39. TOSHBA admits that on Deceniber 11, 2001, United States Patent No. 6,330,190 

'the '190 patent"), titled Senticottdtrctor Sttvcturefor Flash Menlory Enabling L,ow Operathg 

'otential.~, was issued TOSHIBA is without knowledge or information sufficient to form a 

elief as to the remaining allegations of paragraph 39 and, on that basis, denies them. 

40. On information and belief, TOSHIBA admits that HSI is the assignee and the owner 

fall right, title, and interest in and to the '190 patent. TOSHlBA is without knowledge or 

iformation sufficient to fomi a belief as to the remaining allegations of paragraph 40 and, on that 

asis, denies them 

FIRST COUNTERCLAIM 

(Infringement of the '019 patent) 

41. TOSHIBA incorporates by reference the responses to paragraphs 1 through 40 as 

fully set forth herein. 

42. TOSHIBA denies the allegations of paragraph 42 directed to TOSHIBA. 

OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 42 and, on that basis, denies them. 
-5- 
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1 43 TOSHIBA denies the allegations of paragraph 4.3 directed to TOSHIBA. 

2 TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

3 allegations of paragraph 4.3 and, on that basis, denies them. 

4 44. TOSHIBA denies the allegations of paragraph 44 directed to TOSHIBA. 

5 TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

6 allegations ofparagraph 44 and, on that basis, denies them. 

7 45. TOSHIBA denies the allegations of paragraph 45 directed to TOSHBA. 

8 TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining I 
9 allegations of paragraph 45 and, on that basis, denies them 

10 46. TOSHIBA denies the allegations of paragraph 46 directed to TOSHIBA. 

11 TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

12 allegations of paragraph 46 and, on that basis, denies them. 

13 SECOND COUNTERCLAIM 

14 (Infringement of the '111 patent) 

IS 47. TOSHIBA incorporates by reference the responses to paragraphs 1 through 40 as 

16 if fully set forth herein. 

17 48. TOSHIBA denies the allegations of paragraph 48 directed to TOSHIBA. 

18 TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

19 allegations of paragraph 48 and, on that basis, denies them. 

20 49 TOSHIBA denies the allegations of paragraph 49 directed to TOSHIBA. 

21 TOSHIBA is without knotvledge or information sufficient to form a belief as to the remaining I 
22 allegations ofparagraph 49 and, on that basis, denies them. 

23 50. TOSHIBA denies the allegations of paragraph 50 directed to TOSHIBA. 

24 TOSHIBA is without knowledge or infom~ation sufficient to form a belief as to the remaining 

25 allegations of paragraph 50 and, on that basis, denies them. 

26 51. TOSHIBA denies the allegations of paragraph 51 directed to TOSHIBA. 

27 TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

28 /lallegations ofparagraph 51 and, on that basis, denies them. 
- -6- 
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52. TOSI-lIBA denies the allegations of paragraph 52 directed to TOSHIBA 

OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

legations of paragraph 52 and, on that basis, denies them. 

THIRD COUNTERCLAIM 

(Infringement of the '311 patent) 

53. TOSHIBA incorporates by reference the responses to paragraphs 1 through 40 as 

fully set forth herein. 

54. TOSHIBA denies the allegations of paragraph 54 directed to TOSHLBA. 

OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

legations of paragraph 54 and, on that basis, denies them. 

55. TOSHIBA denies the allegations of paragraph 55 directed to TOSHIBA. 

OSHIBA is without h~owledge or information sufficient to form a belief as to the remaining 

!legations of paragraph 55 and, on that basis, denies them. 

56. TOSHIBA denies the allegations of paragraph 56 directed to TOSHIBA 

OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 56 and, on that basis, denies them. 

57 TOSHIBA denies the allegations of paragraph 57 directed to TOSHIBA 

OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 57 and, 011 that basis, denies them. 

58. TOSHIBA denies the allegations of paragraph 58 directed to TOSHIBA. 

'OSHIBA is without knowledge or information sufficient to form a belief as  to the remaining 

llegations of paragraph 58 and, on that basis, denies them. 

FOURTHCOUNTERCLAIM 

(Infringement of the '995 patent) 

59. TOSHIBA incorporates by reference the responses to paragraphs 1 through 40 as 

?fully set forth hcrein. 

60 TOSHIBA denies the allegations of paragraph 60 directed to TOSHIBA 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining - - 1- 
~ ~ ~ 0 3 8 9 5 3 3  I PLAMTIFFICOUNTERDEFENDANT TOSIIIBA'S REPLY TO COUNTERCI.AIMS 
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llegations of paragraph 60 and, on that basis, denies them. 

61. TOSHIBA denies the allegations of paragraph 61 directed to TOSHIBA. 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 61 and, on that basis, denies them. 

62. TOSHIBA denies the allegations of paragraph 62 directed to TOSHIBA. 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

ilegations of paragraph 62 and, on that basis, denies them. 

63. TOSHIBA denies the allegations of paragraph 6.3 directed to TOSHIBA., 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 63 and, on that basis, denies them. 

64. TOSHIBA denies the allegations of paragraph 64 directed to TOSHIBA., 

-0SHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations ofparagraph 64 and, on that basis, denies them. 

FIFTH COUNTERCLAIM 

(Infringement of the '519 patent) 

65. TOSHIBA incorporates by reference the responses to paragraphs 1 through 40 as 

f fully set forth herein. 

66. TOSHIBA denies the allegations of paragraph 66 directed to TOSHIBA. 

:OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

~llegations of paragraph 66 and, on that basis, denies them. 

67. TOSHIBA denies the allegations of paragraph 67 directed to TOSHIBA. 

TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

illegations of paragraph 67 and, on that basis, denies them. 

68,. TOSHIBA denies the allegations of paragraph 68 directed to TOSHIBA. 

rOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

~llegations of paragrap11 68 and, on that basis, denies them. 

69. TOSHIBA denies the allegations of paragraph 69 directed to TOSHIBA. 

rOSHIBA is without knowledge or. information sufficient to form a belief as to the remaining 
-8- 
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liegations of paragraph 69 and, on that basis, denies them. 

70. TOSHIBA denies the allegations of paragraph 70 directed to TOSHIBA. 

'OSHIBA is without knowledge or information sufficient to form a belief' as to the remaining 

llegations of paragraph 70 and, on that basis, denies them. 

SIXTH COUNTERCLAIM 

(Infringement of the '102 patent) 

71. TOSHIBA incorporates by reference the responses to paragraphs 1 though 40 as 

1 fully set forth herein. 

72. TOSHIBA denies the allegations of paragraph 72 directed to TOSHIBA. 

'OSHIBA is without knowledge or, information sufficient to form a belief as to the remaining 

llegations of paragraph 72 and, on that basis, denies them. 

73. TOSHIBA denies the allegations of paragraph 7.3 directed to TOSHIBA. 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 73 and, on that basis, denies them. 

74. TOSHIBA denies the allegations of paragraph 74 directed to TOSHIBA. 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 74 and, on that basis, denies them. 

75. TOSHIBA denies the allegations of paragraph 75 directed to TOSHIBA. 

-0SHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 75 and, on that basis, denies them. 

76. TOSHIJ3A denies the allegations of paragraph 76 directed to TOSHIBA. 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

.Ilegations of paragraph 76 and, on that basis, denies them. 

SEVENTH COUNTERCLAIM 

(Infringement of the '728 patent) 

77 TOSHIBA incorporates by reference the responses to paragraphs 1 through 40 as 

f fully set forth herein. 

-9- 
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78. TOSHIBA denies the allegations of paragraph 78 directed to TOSHIBA. 

TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

allegations of paragraph 78 and, on that basis, denies them. 

79. TOSHIBA denies the allegations of paragraph 79 directed to TOSHIBA. 

I'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

illegations of paragraph 79 and, on that basis, denies them. 

80. TOSHIBA denies the allegations of paragraph 80 directed to TOSHIBA. 

TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

allegations of paragraph 80 and, on that basis, denies them. 

81. TOSHIBA denies the allegations of paragraph 81 directed to TOSHIBA. 

TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

allegations ofparagraph 81 and, on that basis, denies them. 

82. TOSHIBA denies the allegations of paragraph 82 directed to TOSHIBA. 

TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

3llegations of paragraph 82 and, on that basis, denies them. 

EIGHTH COUNTERCLAIM 

(Infringement of the '334 patent) 

83. TOSHIBA incorporates by reference the responses to paragraphs 1 through 40 as 

if fully set forth herein. 

84 TOSHIBA denies the allegations of paragraph 84 directed to TOSHIBA. 

TOSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

allegations of paragraph 84 and, on that basis, denies them. 

85. TOSI-IIBA denies the allegations of paragraph 85 directed to TOSHIBA. 

IOSHIBA is without knowledge or information suficient to form a belief as to the remaining 

allegations of paragraph 85 and, on that basis, denies them. 

86. TOSHZBA denies the allegations of paragraph 86 directed to TOSHIBA. 

TOSHIBA is without knowledge or infonnation sufficient to form a belief as to the remaining 

allegations of paragraph 86 and, on that basis, denies them. 
-10- - 
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87. TOSHIBA denies the allegations of paragraph 87 directed to TOSHIBA. 

OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 87 and, on that basis, denies them. 

88. TOSHIBA denies the aIlegations ofparagraph 88 directed to TOSHIBA. 

OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 88 and, on that basis, denies them. 

NINTH COUNTERCLAIM 

(Infringement of the '404 patent) 

89. TOSHIBA incorporates by reference the responses to paragraphs 1 through 40 as 

I fully set forth herein. 

90. TOSHIBA denies the allegations of paragraph 90 directed to TOSHIBA 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 90 and, on that basis, denies them. 

91. TOSHIBA denies the allegations of paragraph 91 directed to TOSHIBA. 

OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of'paragraph 91 and, on that basis, denies them. 

92. TOSHIBA denies the allegations of paragraph 92 directed to TOSHIBA. 

'OSHLBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 92 and, on that basis, denies them. 

93. TOSHIBA denies the allegations of paragraph 9.3 directed to TOSHIBA. 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 93 and, on that basis, denies them. 

94. TOSHIBA denies the allegations of paragraph 94 directed to TOSHIBA. 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of'paragraph 94 and, on that basis, denies them. 

/ / I  

I l l  

I l l  
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TENTHCOUNTERCLAIM 

(Infringement of the '997 patent) 

95. TOSHIBA incorporates by reference the responses to paragraphs 1 through 40 as 

^fully set forth herein. 

96. TOSHIBA denies the allegations of paragraph 96 directed to TOSHIBA 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 96 and, on that basis, denies them. 

97. TOSHIBA denies the allegations of paragraph 97 directed to TOSHlBA. 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 97 and, on that basis, denies them. 

98. TOSHIBA denies the allegations of paragraph 98 directed to TOSHIBA. 

'OSHIBA is without !mowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 98 and, on that basis, denies them. 

99. TOSHIBA denies the allegations of paragraph 99 directed to TOSHIBA 

QSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 99 and, on that basis, denies them. 

100. TOSHIl3A denies the allegations of paragraph I00 directed to TOSHIBA. 

'OSHIBA is without knowledge or information sufficient to form a belief as to the remaining 

llegations of paragraph 100 and, on that basis, denies them. 

ELEVENTHCOUNTERCLAIM 

(Infringement of the '190 patent) 

101. TOSHIBA incorporates by reference the responses to paragraphs 1 through 40 as 

ffully set forth herein 

102. TOSHIBA denies the allegations of paragraph 102 directed to TOSHIBA 

-0SHIBA is without knowledge or inIormation sufficient to form a belief as to the remaining 

llegations of paragraph 102 and, on that basis, denies them. 

103. TOSHIBA denies the allegations of paragraph 103 directed to TOSHIBA 

[OSHIBA is without knowledge or information sufficient to Corm a belief as to the remaining - 
-12- 
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gations of paragraph 103 and, on that basis, denies them. 

104. TOSHIBA denies the allegations of paragraph 104 directed to TOSHIBA. 

SHTBA is without knowledge or information sufficient to form a belief as to the remaining 

gations of paragraph 104 and, on that basis, denies them., 

105. TOSHIBA denies the allegations of paragraph 105 directed to TOSHIBA. 

SHIBA is without knowledge or information sufficient to form a belief as to the remaining 

gations of paragraph 105 and, on that basis, denies them. 

106. TOSHIBA denies the allegations of paragraph 106 directed to TOSHIBA. 

SHIBA is without knowledge or information sufficient to form a belief as to the remaining 

:gations of paragraph 106 and, on that basis, denies them. 

HSI'S PRAYER FOR RELIEF 

TOSHIBA denies that any basis exists for relief in this case as requested by HSI. 

AFFIRMATIVE DEFENSES 

107. The '019 patent, the 'I 11 patent, the '31 1 patent, the '995 patent, the '519 patent, 

'102 patent, the '728 patent, the '334 patent, the '404 patent, the '997 patent and the '190 

:nt are referred to collectively herein as the "HSI Patents." 

For its further and separate affim~ative defenses to HSI's counterclaims, TOSHIJ3A 

:ges as follows: 

FIRST AFFIRMATIVE DEFENSE 

(Failure to State a Claim) 

108. IISI's counterclaims and each and every one of its allegations fail to state a claim 

rn which any reliefmay be granted. 

SECOND AFFIRMATlVE DEFENSE 

(Invalidity) 

109. TOSHIBA is informed and believes, and thereon alleges, that each of the HS1 

ents is invalid, in whole or in part, because it fails to comply with the provisions of 35 U.S.C. 

101, 102, 103 andlor 112, and each of HSI's counterclaims is therefore barred in whole or in 

1. 

-13- 
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THIRD AFFIRMATIVE DEFENSE 

(Non-Infringement) 

110. TOSHIBA does not infringe any valid claims of any of the HSI Patents in the 

lanner described in the counterclaims, or in any other manner. 

11 1. To the extent the claims are interpreted to cover any accused device of TOSHIBA, 

ach of the HSI Patents is invalid., 

FOURTH AFFIRMATIVE DEFENSE 

(Unclean Hands) 

112. TOSHIBA is informed and believes, and thereon alleges, that HSI is barred from 

btaining any relief sought in its counterclaims because ofthe doctrine of unclean hands, 

FIFTH AFFIRMATIVE DEFENSE 

(Damage Limitation) 

11.3. TOSHIBA is informed and believes, and thereon alleges, that any counterclaim for 

amages for patent infringement by HSI is limited by 35 U.S C 5 5  286 andlor 287. 

SIXTH AFFIRMATIVE DEFENSE 

(Waiver) 

114. TOSHIBA is informed and believes, and thereon alleges, that HSI is barred from 

btaining any relief sought in its counterclaims because ofthe doctrine of waiver. 

SEVENTH AFFIRMATIVE DEFENSE 

(Laches) 

115. TOSHIBA is informed and believes, and thereon alleges, that HSI is barred from 

btaining any relief sought in its counterclaims because of the doctrine of laches. 

EIGHTH AFFIRMATIVE DEFENSE 

(Equitable Estoppel) 

116. TOSHIBA is informed and believes, and thereon alleges, that HSI is barred from 

btaining any relief sought in its counterclaims because of the doctrine of equitable estoppel 

. . 
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NINTH AFFIRMATIVE DEFENSE 

(Good Faith) 

117, TOSHIBA has acted in good faith and without malice, and did not and does not 

irectly infringe, induce infringement by others andlor contribute to infringement by others of any 

alid claims of any of the HSI Patents. 

TENTH AFFIRMATIVE DEFENSE 

(File History Estoppel) 

I1 8. TOSHIBA is informed and believes, and thereon alleges, that HSI is estopped by 

ctions taken in the Patent and Trademark Office from claiming infringement of the HSI Patents. 

ELEVENTH AFFIRMATIVE DEFENSE 

(Prosecution History Estoppel) 

119. TOSHIBA is informed and believes, and thereon alleges, that by reason of 

roceedings in the Patent and Trademark OIfice during the prosecution of the applications that 

:suited in the HSI Patents, as shown by their file histories, and by reason of the amendment, 

ancellation or abandonment of claims, and the admissions and other statements made therein by 

r on behalfof the patentee, HSI is estopped to claim constructions of the HSI Patents that would 

ause any valid claim thereof to cover or include any process or product sold or offered for sale 

y TOSHIBA. 

TWELIWH AFFIRMATIVE DEFENSE 

(Supplemental Defenses) 

120. TOSHIBA hereby gives notice that it intends to rely on such other defenses and 

ffirmative defenses as might become available or apparent during the course of discovery and 

 us reserves the right to amend this reply and serve such defenses or affirmative defenses and to 

thenvise supplement the foregoing affirmative defenses. TOSHIBA hereby adopts any defenses 

nd affirmative defenses of its co-defendants to the extent they are applicable to the claims 

rought against it 

I l l  
- 1  s- 
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TOSHIBA'S PRAYER FOR RELIEF 

WHEREFORE, TOSHIBA prays for judgment as follows: 

1. A judgment declaring that United States Patent Nos. 4,718,019; 5,031,111 

including claims issued in Reexamination Certificate 4297); 5,422,3 11; 5,509,995; 5,512,519; 

,663,102; 5,807,728; 5,861,334; 5,869,404; 6,207,997; and 6,330,190 are invalid and 

inenforceable; 

2 A judgment declaring that TOSHIBA has not infringed and does not infringe, in 

ny manner or in any way, any valid claim of United States Patent Nos. 4,718,019; 5,031,111 

including claims issued in Reexamination Certificate 4297); 5,422,311 ; 5,509,995; 5,512,519; 

,663,102; 5,807,728; 5,861,334; 5,869,404; 6,207,997; and 6,330,190; 

3. Ajudgment that this is an "exceptional" case and TOSHIBA is therefore entitled 

3 its reasonable attorneys' fees incurred in this action pursuant to 35 U.S.C. Ij 285; 

4. A judgment that TOSHIBA is entitled to its costs incurred in this action; 

5. Such other and further equitable and legal relief as the Court or a jury deems)ust 

nd proper. 

hted: .January 3,2005 DLA PIPER RUDNICK GRAY CARY US LLP 

By ‘: . L 

MARK FOWLER 
RONALD L. YIN 
ALAN LIMBACH 
VINCENT LAM 
Attorneys for PiaintiffICounterdefendant 
TOSHIBA CORPORATION 
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