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German corporation sought discovery from Americ-
an corporation for use in its patent infringement ac-
tion against Spanish corporations. The United
States District Court for the District of New Jersey,
William H. Walls, J., denied motion, but the Court
of Appeals, 146 F.3d 188, vacated and remanded.
On remand, the District Court denied German cor-
poration's request for production of some docu-
ments in unredacted form, and German corporation
appealed. The Court of Appeals, Nygaard, Circuit
Judge, held that: (1) discovery in connection with
foreign litigation is generally guided by the Federa
Rules of Civil Procedure, and (2) denia of Ger-
man's corporation's request for unredacted docu-
ments, on ground that such discovery was cumulat-
ive, was not an abuse of discretion.

Affirmed.
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Denial of discovery motion was immediately ap-
pealable where discovery dispute alone was occur-
ring in United States and underlying litigation was
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Statute permitting discovery in connection with for-
eign litigation does not entitle party in foreign litig-
ation to unbridied and unlimited discovery; rather,
under the terms of the statute, the discovery process
is generally guided by the Federal Rules of Civil
Procedure. 28 U.S.C.A. § 1782.
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with foreign litigation, a district court should exer-
cise its discretion while keeping in mind the aims
of the statute; to that end, a district court may re-
fuse to grant a discovery request, or may impose
various conditions and protective orders attendant
to the production of requested documents. 28
U.S.C.A. 81782

[5] Federal Civil Procedure 170A €=1312

170A Federal Civil Procedure
170AX Depositions and Discovery
170AX(C) Depositions of Parties and Others
Pending Action
170AX(C)1 In Generd
170Ak1312 k. Letters Rogatory from
Without the United States. Most Cited Cases
District court did not abuse its discretion by deny-
ing German corporation's request for certain unre-
dacted documents from American corporation, for
use in foreign litigation against Spanish corpora-
tions, on ground that unredacted versions of docu-
ments desired would be cumulative, since district
court did not thereby improperly intrude into the
substantive role of the foreign forum court, and de-
cision was not a prediction of the actions of the for-
eign tribuna. 28 U.S.CA. 8§ 1782; Fed.Rules
Civ.Proc.Rule 26(b)(1, 2), 28 U.S.C.A.

*189 Frederick L. Whitmer (Argued), Pitney
Harden Kipp & Szuch, Morristown, NJ, for Appel-
lant.

Dwight E Yellen (Argued), Balon, Stoll, Bader &
Nadler, New York, N.Y., for Appellee

Before: NYGAARD, ALITO, and LEWIS, Circuit
Judges.

OPINION OF THE COURT

NYGAARD, Circuit Judge.

[1][2] Bayer AG appedls the District Court's denial
of its motion seeking unredacted documents under
28 U.S.C. § 1782. Bayer contends that the unredac-
ted information is necessary to (1) impeach the
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credibility of a witness in litigation pending in
Spain, and (2) discover additional information con-
cerning a drug master file at issue. Betachem re-
sponds that the information sought is beyond the
scope of the subpoena, and aternatively, that Bayer
aready has the information sought, abeit in a dif-
ferent form. The District Court had jurisdiction un-
der 28 U.S.C. 88 1331 and 1782. We have jurisdic-
tion under 28 U.S.C. § 1291.™"We review the
District *190 Court's denial of a discovery request
made under 28 U.S.C. § 1782 for an abuse of dis-
cretion. See In re Application Pursuant to 28
U.SC. § 1782 for an Order Permitting Bayer AG to
Take Discovery, 146 F.3d 188, 191 (3d Cir.1998)
(hereinafter Inre Bayer AG ). We will affirm.

FN1. Only the discovery dispute under 28
U.S.C. § 1782 is occurring in the United
States. Therefore, because the underlying
litigation is in Spain, this discovery order
isimmediately appealable.

The facts surrounding Bayer AG's original discov-
ery request are amply set forth in In re Bayer AG,
146 F.3d at 189-91, where we concluded that a dis-
trict court abuses its discretion when it denies a sec-
tion 1782 application for discovery based on its
own determination that the material sought would
not be discoverable or admissible in the foreign jur-
isdiction. Thus, we remanded the case to the Dis-
trict Court.

Following our remand, Betachem produced approx-
imately four hundred documents in response to the
subpoena duces tecum. Despite a protective order
issued by the District Court, Betachem produced
the documents in redacted form. Betachem con-
tends that the redacted information was “beyond the
scope of the subpoena’ and included references to
“other drugs, the identity of customers or potential
customers, prices, marketing strategies, marketing
analyses, etc.” SA 2.

Bayer then requested unredacted versions of the
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documents. Betachem refused, but allowed inde-
pendent patent counsel for Bayer to review the ori-
gina unredacted documents at the law offices of
Betachem's counsel. However, patent counsel was
not allowed to make any notes. After the review,
patent counsel requested production of approxim-
ately seventy documents in full unredacted form.
Betachem produced thirty-five of the requested
documents.

After considering arguments from both counsel, the
District Court concluded that the requested inform-
ation was cumulative and that “the aims of discov-
ery” were “more than met by the redacted informa-
tion being furnished.” AA 63. Therefore, the Dis
trict Court denied Bayer's request for the unredac-
ted documents. Bayer now appeals and contends
that the District Judge abused its limited discretion
under 28 U.S.C. § 1782 by imposing upon Bayer,
and the statute, requirements not enacted by Con-
gress.

First, we note that our previous decision did not im-
ply that Bayer is entitled to al discovery sought.
See In re Bayer AG, 146 F.3d at 196 (“Our discus-
sion is not intended to suggest that Bayer is neces-
sarily entitled to have its application granted. That
determination will have to await the district court's
proper exercise of its discretion on remand when it
will be free to consider the relevance of factors not
before us, such as the timeliness of Bayer's applica-
tion and appropriate measures, if needed, to protect
the confidentiality of the materials.”). Second, we
also commented that “[t]he reference in § 1782 to
the Federal Rules suggests that under ordinary cir-
cumstances the standards for discovery under those
rules should aso apply when discovery is sought
under the statute.” Id. at 195. The party opposing
discovery has the “burden of demonstrating offense
to the foreign jurisdiction, or any other facts war-
ranting the denial of a particular application.” 1d.
at 196.
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Section 1782 states in relevant part:

the district court of the district in which a person
resides or is found may order him to give his testi-
mony or statement or to produce a document or oth-
er thing for use in a proceeding in a foreign or in-
ternational tribunal.... The order may be made pur-
suant to a letter rogatory issued, or request made,
by a foreign or international tribunal or upon *191
the application of any interested person.... To the
extent that the order does not prescribe otherwise,
the testimony or statement shall be taken, and the
document or other thing produced, in accordance
with the Federal Rules of Civil Procedure.

28 U.S.C. § 1782(a).

[3] Congress enacted section 1782 to further the
following goals: “facilitat[ing] the conduct of litig-
ation in foreign tribunals, improv[ing] international
cooperation in litigation, and put[ting] the United
States into the leadership position among world na-
tions” In re Bayer AG, 146 F.3d a 191-92.
However, these goals do not in turn mean that a
party in foreign litigation is entitled to unbridlied
and unlimited discovery under the statute. To the
contrary, under the terms of the statute, the discov-
ery process is generally guided by the Federa
Rules of Civil Procedure.

[4] As we noted in In re Bayer AG, 146 F.3d at
195,“[t]he reference in 8 1782 to the Federal Rules
suggests that under ordinary circumstances the
standards for discovery under those rules should
also apply when discovery is sought under the stat-
ute.” Moreover, “[t]he permissive language of sec-
tion 1782 vests district courts with discretion to
grant, limit, or deny discovery.” In reMetallgesell-
schaft AG, 121 F.3d 77, 79 (2d Cir.1997). Thus, a
district court should exercise its discretion while
keeping in mind the aims of the statute. To that end,
a district court may refuse to grant a discovery re-
quest, or may impose various conditions and pro-
tective orders attendant to the production of reques-
ted documents. See In re Bayer AG, 146 F.3d at 192.
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The applicable Federal Rules of Civil Procedure
concerning discovery state in relevant part:

(1) In General. Parties may obtain discovery re-
garding any matter, not privileged, which is relev-
ant to the subject matter involved in the pending ac-
tion whether it relates to the claim or defense of the
party seeking discovery or to the clam or defense
of any other party, including the existence, descrip-
tion, nature, custody, condition and location of any
books, documents, or other tangible things and the
identity and location of persons having knowledge
of any discoverable matter. The information sought
need not be admissible at the trial if the information
sought appears reasonably calculated to lead to the
discovery of admissible evidence.

(2) Limitations.... The frequency or extent of use
of the discovery methods otherwise permitted under
these rules and by any local rule shall be limited by
the court if it determines that: (1) the discovery
sought is unreasonably cumulative or duplicative,
or is obtainable from some other source that is more
convenient, less burdensome or less expensive.

Fed.R.Civ.P. 26(b)(1) & (2).

[5] Although the scope of discovery under the Fed-
era Rules is unquestionably broad, this right is not
unlimited and may be circumscribed. See Micro
Motion, Inc. v. Kane Steel Co., 894 F.2d 1318,
1322 (Fed.Cir.1990) (citing Hickman v. Taylor, 329
U.S. 495, 507, 67 S.Ct. 385, 391, 91 L.Ed. 451
(1947)). The Federal Rules of Civil Procedure ex-
pressly alow a district court to use its discretion
and deny discovery requests if the material sought
is  “unreasonably  cumulative”  Fed.R.Civ.P.
26(b)(2). Here, the District Court examined some of
the documents, listened to arguments presented by
counsel and concluded that unredacted versions of
the documents desired would be “cumulative” and
that Bayer aready “discovered the gold’ but re-
fused to acknowledge it. AA 54, 58. During ora ar-
gument, counsel for Bayer stated that the only sub-
stantive redactions involved names of customers.
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Although patent counsel for Bayer was not allowed
to take notes during his document review, counsel
did spend severa hours scrutinizing unredacted ori-
gina documents which contained the names of
Betachem's*192 customers. SA 34-40. Addition-
aly, counsdl for Bayer twice mentions by name in
correspondence to the District Court the supposedly
unknown customer AA 24, 27. Last, the Spanish in-
terrogatories which were produced to Bayer in un-
redacted form with English tranglation contain the
name of the unknown customers. SA 47-54. Despite
Bayer's assertions, this conclusion by the District
Court does not “improperly intrude ... into the sub-
stantive role of the foreign forum court.” Bayer Br.
at 9. Likewise, the decision is not a prediction of
the actions of the foreign tribunal. But cf. In re
Bayer AG, 146 F.3d at 192 (commenting that “it
‘would contradict the express purpose of section
1782 if the American court were required to pre-
dict the actions of another country's tribunal” and
finding that the District Court's requirement that re-
quested discovery be discoverable in the foreign
jurisdiction exceeded the proper scope of section
1782) (quoting John Deere Ltd. v. Sperry Corp.,
754 F.2d 132, 136 (3d Cir.1985)). Rather, the de-
cision is fully within the discretion granted the Dis-
trict Court under the Federal Rules of Civil Proced-
ure which are incorporated by reference into 28
U.S.C. §1782.

In summary, section 1782, entitled “Assistance to
foreign and international tribunals and to litigation
before such tribunals,” incorporates by reference
the scope of discovery permitted by the Federal
Rules of Civil Procedure. See28 U.S.C. § 1782.
Rule 26 of the Federal Rules of Civil Procedure
expressly grants a district judge the authority to
deny discovery when the information sought is
“unreasonably cumulative.” Fed.R.Civ.P. 26. Al-
though the information already obtained may not be
in the form most desired by Bayer, we cannot say
that the District Court abused its discretion by
denying Bayer's request for certain unredacted doc-
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uments. Accordingly, we will affirm the District
Court's denial.

C.A.3(N.J),1999.

Bayer AG v. Betachem, Inc.

173 F.3d 188, 43 Fed.R.Serv.3d 425, 50 U.S.P.Q.2d
1380
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